MARKANIN iZiNSiZ KULLANIMI : AVRUPA ADALET DiVANI'NIN C-179/15 SAYILI KARARI

UNAUTHORISED USE OF TRADEMARK: THE DECISION NO. C-179/15 OF CJEU

Av. Muaz Miicahit YILDIRIM*

OZET

Avrupa Birligi Adalet Divani C-179/15 sayi-
i karariyla; 2008/95 sayili Direktifin 5(1)(a) ve (b)
maddesinin;

adi, marka sahibi ile arasinda ticari bir iliski ol-
dugu izlenimi verecek sekilde, bir web sitesinde, mar-
ka ile ayni veya benzer bir isaret iceren bir reklamda
gecen bir iigiincii sahsin;

a) Bu reklamin kendisi tarafindan veya kendisi
adina konulmadigi veya,

b) Soz konusu reklam marka sahibinin izni
ile kendisi tarafindan veya kendisi adima konuldugu
durumda, bu sahsin reklam isteginde bulundugu web
sitesi isletmecisinden reklam veya reklam icinde mar-
kaya yapilan atfi kaldirmasini agikga istedigi durum-
larda

marka sahibi tarafindan bahsi gecen hiikiim
uyarmca kullanimi  yasaklanalabilen bu isaretten
istifade etmedigi seklinde yorumlanmas: gerektigine
hiikmetmistir.

Anahtar kelimeler: Marka hakkinin ihlali, rek-
lam
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ABSTRACT

Article 5(1)(a) and (b) of Directive 2008/95
must be interpreted as meaning that a third party,
who is named in an advertisement on a website, whi-
ch contains a sign identical or similar to a trade mark
in such a way as to give the impression that there is a
commercial relationship between him and the prop-
rietor of the trade mark, does not make use of that
sign that may be prohibited by that proprietor under
that provision, where that advertisement has not been
placed by that third party or on his behalf or, if that
advertisement has been placed by that third party or
on his behalf with the consent of the proprietor, where
that third party has expressly requested the operator
of that website, from whom the third party ordered
the advertisement, to remove the advertisement or the
reference to the mark contained therein.

Keywords: Trademark infringment, advertise-
ment.
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C 179/15 nolu Dava

MAHKEME KARARI (ikinci Daire)
3 Mart 2016 (Davanin dili: Macarca)

(On karar icin referanslar — Markalar —
2008/95/EC Nolu Direktif — Madde 5(1) — Ugiin-
cii bir gahisla ilgili internette erisilebilir durumdaki
reklamlar — Markanin izinsiz kullanimi — S6z ko-
nusu tgiincli sahsin bilgisi ve izni olmaksizin ¢ev-
rimici olarak yaymlanan veya s6z konusu tigiincii
sahsin karsi ¢tkmasina ragmen ¢evrimici olarak ya-
yinlanmaya devam eden reklamlar — Marka sahibi-
nin G¢iinci sahsa karsi davasi)

C179/15 nolu Dava,

Avrupa Birliginin Isleyisi Hakkinda Anlag-
manin (Treaty on the Functioning of the European
Union) 267. Maddesi uyarinca F6varosi Torvény-
szék (Budapeste Sehir Mahkemesi, Macaristan)
tarafindan 3 Nisan 2015 tarihli karariyla verilen ve
21 Nisan 2015 tarihinde Mahkeme durusmalarinda
edinilen 6n karar TALEBI,

Daimler AG v. Egyiid Garage Gépjarmiijavito
és Ertékesité Kft.,

MAHKEME (Ikinci Daire),

Daire Bagkan1 M. Ilesi¢ (Rapporteur) ile Yargi¢
C. Toader, Yargi¢ A. Rosas, Yargic A. Prechal, ve Yar-
gi¢ E. Jarasitinasdan olugsmaktadir.

Bagsavci: M. Wathelet,

Kétip: A. Calot Escobar,

yazili usulii goz 6niinde bulundurarak,

- Macaristan Hilkiimeti adina vekaleten
hareket eden M.Z. Fehér, G. Szima ve
G. Ko0s, tarafindan,

- Polonya Hiikiimeti adina vekaleten hare-
ket eden B. Majczyna tarafindan ve

- Avrupa Komisyonu adina vekéleten ha-
reket eden L. Havas ve J. Samnadda tara-
findan sunulan gézlemleri dikkate alarak
ve Bagsavciyr dinledikten sonra, Goris
alinmaksizin hitkiim boliimiine ge¢cmeye
karar vermis ve

sunlar1 belirtmistir:

Karar

1 Isbu 6n karar talebi, Uye Ulke marka kanun-
larmin yakinlagtirilmasi hakkinda 21 Aralik
1988 tarih ve 89/104/EEC say1li Ik Konsey Di-
rektifinin 5(1) Maddesinin yorumlanmasina
yoneliktir (O] 1989 L 40, p. 1).

In Case C 179/15

3 March 2016 (Language of the case: Hungar-
ian)

(References for a preliminary ruling — Trade
marks — Directive 2008/95/EC — Article 5(1) —
Advertisements relating to a third party acces-
sible on the internet — Unauthorised use of the
mark — Advertisements published online without
the knowledge and without the consent of that third
party or maintained online despite the opposition of
that third party — Action of the trade mark propri-
etor against that third party)

In Case C179/15,

REQUEST for a preliminary ruling under Arti-
cle 267 TFEU from the Févéarosi Torvényszék (Buda-
pest Municipal Court, Hungary), made by decision
of 3 April 2015, received at the Court on 21 April
2015, in the proceedings

Daimler AG v. Egyiid Garage Gépjarmiijavito
és Ertékesité Kft.,
THE COURT (Second Chamber),

composed of M. Ilesi¢ (Rapporteur), President
of the Chamber, C. Toader, A. Rosas, A. Prechal, and
E. Jara$itnas, Judges,

Advocate General: M. Wathelet,

Registrar: A. Calot Escobar,

having regard to the written procedure,

after considering the observations submitted
on behalf of:

- the Hungarian Government, by M.Z. Fehér,
G. Szima and G. Ko0s, acting as Agents,

- the Polish Government, by B. Majczyna,
acting as Agent,

- the European Commission, by L. Havas
and J. Samnadda, acting as Agents,
having decided, after hearing the Advocate
General, to proceed to judgment without
an Opinion,

gives the following

Judgement

1 This request for a preliminary ruling concerns
the interpretation of Article 5(1) of First Coun-
cil Directive 89/104/EEC of 21 December 1988
to approximate the laws of the Member States
relating to trade marks (O] 1989 L 40, p. 1).
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Isbu talep Daimler AG (‘Daimler’) ve Egyiid
Garage Gépjarmijavité és Ertékesité Kft. (‘Eg-
yid Garage’) arasinda gerceklesen ve Eygiid
Garagein ‘yetkili Mercedes-Benz saticisi’ ola-
rak adlandirildig reklamlarin internet tizerin-
de gosterilmesi hakkindaki durusmalar sira-
sinda gergeklestirilmistir.

Yasal Baglam

89/104 sayili Direktif, 28 Kasim 2008 tarihinde
yiiriirliige giren Uye Ulke marka kanunlarinin
yakinlastirilmasi hakkinda 22 Ekim 2008 tarih
ve 2008/95/EC sayili Avrupa Parlamentosu ve
Konsey Direktifi (O] 2008 L 299, p. 25, and
Corrigendum OJ 2009, L 11, p. 86) ile yiiriir-
likten kaldirilmigtir.

2008/95 sayili Direktifin, 89/104 sayili Direkti-
fin 5. Maddesinin anlatim bi¢imini tekrar eden
‘Markanin kapsadig: haklar’ baslikli 5. Madde-
si sunlar1 6ngérmektedir:

‘1. Tescilli marka, sahibine inhisari haklar
verir. Marka sahibi ti¢lincii sahislarin
agagidakileri izinsiz olarak ticari islerde
kullanmasini 6nleme yetkisine sahiptir:

(a) Markanmn tescilli oldugu mal ve hiz-
metler ile ayn1 mal ve hizmetlere iliskin
marka ile ayn1 olan her tirli isaret;

(b) Isaret ile marka arasinda iliskilendir-
me ihtimali dahil, s6z konusu marka ve
iliskin oldugu mal ve hizmetler ile ayni
veya benzer olmasi sebebiyle halk ta-
rafindan birbirine karistirilma ihtimali
olan her tirl isaret.

2. Ayrica herhangi bir Uye Ulke, marka
sahibinin, s6z konusu markanin Uye
Ulke igerisinde bir itibara sahip oldugu
ve soz konusu isaretin gegerli bir se-
bep olmaksizin kullanilmasinin haksiz
avantaj veya marka i¢in zarara neden
oldugu durumlarda s6z konusu mar-
kanin tescilli oldugu mal ve hizmetlerle
benzer olmayan mal ve hizmetlere ilis-
kin olarak, marka ile ayni veya benzer
her tiirli isaretin ticari stireglerde izin-
siz kullanmasini 6nleme yetkisine sahip
oldugunu 6ngorebilir.
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The request has been made in proceedings be-
tween Daimler AG (‘Daimler’) and Egyiid Ga-
rage Gépjarmijavitd és Ertékesitd Kft. (‘Egyiid
Garage’) concerning the appearance on the
internet of advertisements naming the latter as
an ‘authorised Mercedes-Benz dealer’

Legal context

Directive 89/104 was repealed by Directive
2008/95/EC of the European Parliament and of
the Council of 22 October 2008 to approximate
the laws of the Member States relating to trade
marks (O] 2008 L 299, p. 25, and Corrigendum
0J 2009, L 11, p. 86), which came into force on
28 November 2008.

Article 5 of Directive 2008/95, entitled ‘Rights
conferred by a trade mark, the wording of
which reproduces that of Article 5 of Directive
89/104, provides:

‘1. The registered trade mark shall confer on
the proprietor exclusive rights therein. The
proprietor shall be entitled to prevent all
third parties not having his consent from
using in the course of trade:

(a) any sign which is identical with the
trade mark in relation to goods or
services which are identical with
those for which the trade mark is
registered;

(b) any sign where, because of its iden-
tity with, or similarity to, the trade
mark and the identity or similarity of
the goods or services covered by the
trade mark and the sign, there exists
a likelihood of confusion on the part
of the public, which includes the
likelihood of association between
the sign and the trade mark.

2. Any Member State may also provide
that the proprietor shall be entitled to
prevent all third parties not having his
consent from using in the course of
trade any sign which is identical with,
or similar to, the trade mark in relation
to goods or services which are not sim-
ilar to those for which the trade mark is
registered, where the latter has a repu-
tation in the Member State and where
use of that sign without due cause takes
unfair advantage of, or is detrimental to,
the distinctive character or the repute of
the trade mark.
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soru

3. Digerlerinin yani sira, agagida belirtilen
durumlar 1. ve 2. paragraflar uyarinca
yasaklanabilir:

(a) s0z konusu isaretin mallarin veya
mal paketlerinin {izerine yapistiril-
masy;
mallarin s6z konusu isaret altinda
sunulmasi veya piyasaya ¢ikaril-
mas1 veya bu amagla depolanmasi
veya s6z konusu isaret altinda hiz-
metler sunulmasi veya saglanmas;
mallarin s6z konusu isaret altinda
ithalat1 veya ihracats;

s6z konusu isaretin ticari evrakta
veya reklamcilikta kullanilmasi..]

(b)

(0)
(d)

2008/95 sayil1 Direktif, 12 Ocak 2016 tarihinde
yuriirlige giren Uye Ulkelerin markalara ilig-
kin kanunlarinin yaklastirilmas: hakkinda 16
Aralik 2015 tarih ve 2015/2436 sayili Avrupa
Parlamentosu ve Konsey Direktifi (OJ 2008
L 336, p. 1) ile 15 Ocak 2019 tarihinden itiba-
ren gegerli olmak iizere yiirtirlilkten kaldiril-
muigtir.

Asil dava ve 6n karar i¢in atifta bulunulan

Motorlu tasit iireticisi Daimler; agagida yer
alan, Macaristanda korunan ve inter alia mo-
torlu tasit pargalarini da kapsayan, uluslararasi
sekil markas1 Mercedes-Benz’in sahibidir.

sMercedes-Benz”

Egytid Garage, motorlu tagitlarin ve parcalari-
nin perakende satig1 ve bunlarin tamir ve ser-
visine iligkin Macaristan kanunlarina tabi olan
bir sirkettir. Bu sirket 6zellikle Daimler mal-
larmin satis1 ve ilgili hizmetlerin saglanmasi
konusunda uzmanlagmigtir.

2007 yilinda, Daimler’in asil davaya taraf ol-
mayan bagh kurulusu Mercedes Benz Hunga-
ria Kft. (‘Mercedes Benz Hungaria’) ve Egytid
Garage satis sonrasi hizmetlerin saglanmasina
iligkin, gecerlilik siiresi 31 Mart 2012 tarihinde
sona eren bir sdzlesme akdetmistir.

S6z konusu sozlesme uyarinca Egytid Garage,
kendisini felhatalmazott Mercedes Benz szer-
viz' (‘yetkili Mercedes-Benz saticisr’) olarak
tanimlamak amaciyla yukarida sozii edilen
markay1 kendi reklamlarinda kullanmaya yet-
kili kilmmugtir.

3. The following, inter alia, may be prohi-
bited under paragraphs 1 and 2:

(a) affixing the sign to the goods or to
the packaging thereof;

(b) offering the goods, or putting them

on the market or stocking them for

these purposes under that sign, or

offering or supplying services the-

reunder;

importing or exporting the goods

under that sign;

using the sign on business papers

and in advertising....

(©)
(d)

Directive 2008/95 is repealed with effect from
15 January 2019 by Directive (EU) 2015/2436
of the European Parliament and of the Council
of 16 December 2015 to approximate the laws
of the Member States relating to trade marks
(OJ 2008 L 336, p. 1), which entered into force
on 12 January 2016.

The main proceedings and the question re-

ferred for a preliminary ruling

6
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Daimler, a motor vehicle manufacturer, is
the proprietor of the international figurative
trade mark Mercedes-Benz, reproduced below,
which is also protected in Hungary and covers,
inter alia, motor vehicle parts.

sMercedes-Benz”

Egyiid Garage is a company governed by Hun-
garian law engaged in the retail sale of motor
vehicles and parts and their repair and ser-
vicing. That company specialises in the sale
of Daimler goods and in the supply of related
services.

In 2007, Mercedes Benz Hungaria Kft. (‘Mer-
cedes Benz Hungaria’), Daimler’s subsidiary
company which is not a party to the main
proceedings, and Egyiid Garage concluded a
contract for the supply of after-sales services,
which expired on 31 March 2012.

Under that contract Egyiid Garage was entitled
to use the abovementioned trade mark and to
describe itself as ‘felhatalmazott Mercedes
Benz szerviz (‘authorised Mercedes-Benz
dealer’) in its own advertisements.
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Satis sonrasi hizmetlere ilisgkin sézlesmenin
yiriirlikte oldugu sirada Egyiid Garage, www.
telefonkonyv.hu internet sitesinde ¢evrimigi
reklamcilik hizmetleri sunan Magyar Telefon-
konyvkiadé Tarsasagg (‘MTT’) firmasindan,
kendisini yetkili Mercedes-Benz saticisi olarak
adlandiran bir reklamin 2011 - 2012 yillan
arasinda yayinlanmasini talep etmistir.

S6z konusu sozlesmenin sona ermesinden son-
ra Egyiid Garage s6z konusu markanin, Daim-
ler ile kendisi arasinda halen ticari bir baglanti
oldugunun disiiniilmesine yol acabilecek tiim
kullanimini sona erdirmeye ¢alismustir.

Ozellikle, Egyiid Garage MTTden s6z konusu
reklamin bundan sonra kendisinden yetkili
Mercedes-Benz saticist olarak s6z etmeyecek
sekilde degistirilmesini istemistir.

Ayrica, Egyiid Garage diger birkag web sitesine
kendisinin izni ve 6zellikle talimati olmaksizin
yaymnlanan ve sirketi yetkili Mercedes-Benz
saticist olarak gosteren ¢evrimici reklamlarin
kaldirilmasina dair yazil talep iletmistir.

Bu adimlarin atilmasina ragmen bu tiir bir
atifta bulunan ¢evrimicgi reklamlar ¢evrimici
olarak yaymlanmaya devam etmistir. Dahasi,
Google arama motoruna ‘eygiid’ ve ‘garage’
anahtar kelimeleri girildiginde bu tiir reklam-
lar1 gosteren ve ilk sirada Eygiid Garage sir-
ketinin ‘Mercedes-Benz yetkili saticist” olarak
goriildigii bir link bulunan bir sonug listesi
gorlintiilenmistir.

Bu sartlar altinda Daimler, oncelikle Egytid
Garage'n yukarida bahsedilen reklamlar ile
Mercedes-Benz markasini ihlal ettigine dair
bir beyan talep ederek, bunun yani sira Egytid
Garage'n s6z konusu reklamlari kaldirmast,
daha fazla ihlal yapmaktan kaginmasi ve ulusal
ve yerel basinda bir diizeltme yayinlamasina
yonelik bir hiikiim isteginde bulunarak dava
acmustir.

Egyiid Garage'in savunmasi, www.telefonkon-
yv.hu web sitesinde yaymlanan reklam disinda
internete bagka hicbir reklam koymadig1 ve
mahkeme konusu reklamlarin kendi maksadi-
na aykir1 olarak yayinlamis veya halen yayin-
lanmakta oldugu ve kendisinin bu reklamlarin
igeriginde, yayinlanmasinda veya kaldirilma-
sinda higbir sekilde bir etkisinin olmadig: yo6-
niindedir.

10

11

12

13

14

15

16
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While the after-sales services contract was in
force, Egyiid Garage ordered, from Magyar
Telefonkonyvkiadé Tarsasag (‘MTT’), which
provides online advertising services at the web
address www.telefonkonyv.hu, the publication,
for the period covering the years 2011 to 2012,
of an advertisement which names that compa-
ny as an authorised Mercedes-Benz dealer.

Following the termination of that contract,
Egytd Garage tried to end all use of the trade
marKk at issue, on the basis of which the public
might assume that there was still a contractual
link between it and Daimler.

In particular, Egytid Garage asked MTT to
amend the advertisement so that it no longer
made reference to it as an authorised Mer-
cedes-Benz dealer.

Furthermore, Egytid Garage wrote to the op-
erators of several other websites requesting the
removal of online advertisements which had
been published without its consent, in par-
ticular without Egyiid Garage having ordered
them, and which presented that company as an
authorised Mercedes-Benz dealer.

Despite taking those steps, online advertise-
ments containing such a reference continued
to be distributed online. Moreover, when the
key words ‘egyiid’ and ‘garage’ were inserted
into the Google search engine, this resulted
in a list of results displaying such advertise-
ments in the first line of which, serving as a
link, Egyiid Garage appeared as an ‘authorised
Mercedes-Benz dealer’

In those circumstances Daimler brought an
action before the referring court seeking, first,
a declaration that Egytid Garage infringed the
trade mark Mercedes-Benz by the abovemen-
tioned advertisements and, secondly, an order
that Egyiid Garage remove the advertisements
at issue, refrain from further infringements
and publish a corrigendum in the national and
regional press.

Egyiid Garage’s defence was that, apart from
the advertisement that appeared on the web-
site www.telefonkonyv.hu, it did not place any
other advertisements on the internet and that
those at issue appeared or still appear contrary
to its intention, without it having any influence
on their content, publication or removal.
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Bu baglamda Egyiid Garage, kendi 6zel uzma-
ninin, kendisinin, temelde reklamcinin bilgisi
veya izni olmaksizin {icretsiz veya bir iicret
karsiliginda kendi bilgi veri tabanlarini olus-
turmak amaciyla diger reklamcilik sitelerinde
yayinlanan reklamlar1 6zetleyen belli internet
reklamcilik hizmetlerinin sunucularindan olu-
san yaygin bir ticari uygulamanin magduru ol-
dugunu gostermesine dayanmustir.

Bu kosullar altinda, Févéarosi Térvényszék (Bu-
dapeste Yerel Mahkemesi, Macaristan) durus-
malar1 durdurma ve bir 6n karar verilmesi i¢in
agagidaki soruyu Mahkeme’ye sunma karari
almigtur:

‘[89/104 sayili Direktifin] 5(1)(b) Maddesi;
marka sahibinin, internet {izerindeki bir rek-
lamda adi gegen bir iigiincii sahsin marka ile
karistirilabilecek bir isareti, s6z konusu tigiincii
sahsin markanin tescilli oldugu mal veya hiz-
metlerle ayn1 olan hizmetleri i¢in, s6z konusu
reklamda rol oynayan sahis tarafindan veya bu
sahis adina internete konulmasa da halka sz
konusu tigiincii sahsin girisimi ile marka sahi-
bi arasinda resmi bir ticari iliski olduguna dair
yanlis bir fikir verebilecek veya reklamda ad:
gecen sahsin reklamin kaldirilmasi igin makul
tim adimlar1 attigr halde basarili olamadi-
gindan reklamlara internet {izerinden erisim
mimkiin olacak sekilde kullanimini énleme
yetkisine sahip oldugu seklinde yorumlanmali
midir?’

Sunulan sorunun degerlendirilmesi

Oncelikle, ana davadaki uyusmazligin, Mer-
cedes Benz ile Egylid Garage arasindaki, di-
gerlerinin yani sira Egytid Garagein kendi
reklamlarinda Mercedes-Benz markasini kul-
lanmasina ve kendisini ‘Mercedes-Benz yetkili
saticist’ olarak tanitmasina izin veren satig son-
ras1 hizmet sozlesmesi sona ermesine ragmen
Egytid Garage adi1 ve adresi ile baglantili bu
tir bir atifta bulunan s6z konusu reklamlarin
internet {izerinden yayilmaya devam etmesin-
den kaynaklandig: dikkate alinmalidur.

17

18

19
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In that context, Egylid Garage relied on its
own private expert to show that it had been
the victim of a common commercial practice
which consists, essentially, in certain providers
of internet advertising services summarising
advertisements published on other advertising
sites, without the knowledge or consent of the
advertiser, in order to create their own data-
base of information available free of charge or
for consideration.

In those circumstances, the Févarosi Torvé-
nyszék (Budapest Municipal Court, Hungary)
decided to stay the proceedings and to refer
the following question to the Court for a pre-
liminary ruling:

‘Must Article 5(1)(b) of [Directive 89/104] be
interpreted as meaning that the trade mark
proprietor is entitled to prevent a third party
named in an advertisement on the internet
from making use, for services of that third par-
ty identical to the goods or services for which
the trade mark is registered, of a sign likely to
be confused with the trade mark, in such a way
that the public might be given the mistaken
impression that there is an official commer-
cial relationship between the undertaking of
that third party and the trade mark proprietor,
even though the advertisement was not placed
on the internet by the person featuring in it
or on his behalf, or it is possible to access that
advertisement on the internet despite the fact
that the person named in it took all reasonable
steps to have it removed, but did not succeed in
doing so?’

Consideration of the question referred

At the outset, it should be noted that the dis-
pute in the main proceedings arises from the
fact that, even after the termination of the af-
ter-sales service contract between Mercedes
Benz Hungaria and Egyiid Garage which,
inter alia, allowed the latter to use the Mer-
cedes-Benz trade mark and to describe itself
as an ‘authorised Mercedes-Benz dealer’ in its
own advertising, advertisements containing
that reference in connection with the name
and address of Egyiid Garage continued to be
disseminated via the internet. As that agree-
ment expired on 31 March 2012, that is, after
the repeal of Directive 89/104 by Directive
2008/95, it should be noted that that dispute is
governed by the latter directive and therefore
the question referred for a preliminary ruling
must be understood as relating to the interpre-
tation thereof.
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Ayrica; soz konusu soru, anlatim bicimi
2008/95 sayilt Direktifte tekrar edilen ve soz
konusu isaretlerin ve/veya bu isaretlerin kul-
lanildig1 mal ve hizmetlerin yalnizca benzer
oldugu durumlari ele alan 89/104 sayil1 Direk-
tifin 5(1)(b) Maddesine atifta bulunsa da, ilk
bakista, Avrupa Komisyonu, sevk eden mah-
keme huzurundaki davanin, sozii edilen du-
rum yerine, bu direktiflerin 5(1)(a) maddesin-
de atifta bulunulan, bir ti¢lincii sahsin, marka
ile ayn1 isareti, markanin tescilli oldugu mal
ve hizmetler ile ayn1 mal ve hizmetlere iliskin
kullandig: ‘taklit marka’ (double identity) duru-
munu One siiriiyor gibi goriinmektedir.

Ik olarak, ‘Mercedes-Benz yetkili saticist” ifa-
desini iceren reklamlarin temelde Merce-
des-Benz'in sekil markasi ile ayni isareti kul-
landig1 anlagilmaktadir.

Ikinci olarak, bir 6n karar verilmesi amacryla
yoneltilen sorunun, davay: sevk eden mahke-
menin Egyiid Garage tarafindan sunulan mal
ve hizmetlerin markanin tescilli oldugu mal
ve hizmetlerle ayni oldugu 6nermesinden yola
ciktigr goriilmektedir. Bu baglamda Avrupa
Birligi Adalet Divani igtihadindan; ticari bir
araba markasinin, ti¢iincii bir sahsin bu mar-
kay1 tasiyan Ozgiin arabalarinin tamirat ve
bakimini gergeklestirdigini halka bildirmek
amaciyla reklamlarda kullaniminin, s6z konu-
su markanin s6z konusu hizmet igin tescilli ol-
mamast durumunda dahi, prensip olarak, 5(1)
(a) Maddesi goz 6niinde bulundurularak de-
gerlendirilmesi gerektigi sonucu ¢ikmaktadir
(bu hususta, bkz. BMW ile ilgili karar, C63/97,
EU:C:1999:82, 33. Ve 34. paragraflar ile 37 ila
39. paragraflar).

Ancak, davayr 6n karar talebi ile sevk eden
mahkemenin, 89/104 ve 2008/95 sayil1 Direk-
tiflerin 5(1) Maddesinde atifta bulunulan ve
ayrim gozetmeksizin 5(1)(a) ve (b) Maddesin-
de s6zii edilen durumla iligkili olan ‘kullanim’
ibaresinin agikliga kavusturulmasini talep et-
tigi anlagildigindan, islevsel bir cevap vermek
i¢in s6z konusu iki durumdan hangisinin isbu
dava i¢in gecerli oldugunun agik bir sekilde be-
lirlenmesi gerekli degildir.
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Furthermore, while the question refers to Arti-
cle 5(1)(b) of Directive 89/104, the wording of
which was repeated in Directive 2008/95, and
which covers the situation in which the signs
at issue and/or the goods or services for which
those signs are used are only similar, it seems
at first sight, as the European Commission ar-
gues, that the case before the referring court
falls instead within the situation referred to in
Article 5(1)(a) of those directives, namely the
so-called ‘double identity’ situation, in which a
third party uses a sign identical with the trade
mark in relation to goods or services which are
identical to those for which the trade mark is
registered.

First, it appears that the advertisements con-
taining the phrase ‘authorised Mercedes-Benz
dealer’ use a sign which is, essentially, identical
to the Mercedes-Benz figurative mark.

Secondly, the formulation of the question re-
ferred for a preliminary ruling seems to sug-
gest that the referring court starts from the
premiss that the goods and services offered by
Egyiid Garage are identical to those for which
that mark is registered. In that regard, it follows
from the case-law of the Court that the use in
advertisements of a car trade mark to inform
the public that a third party carries out the re-
pair and maintenance of authentic cars bearing
that mark should be assessed, in principle, hav-
ing regard to Article 5(1)(a), even where that
mark has not been registered for that service
(see, to that effect, judgment in BMW, C63/97,
EU:C:1999:82, paragraphs 33, 34 and 37 to 39).

However, in so far as it appears from the re-
quest for a preliminary ruling that the refer-
ring court seeks clarification of the term ‘use€]
referred to in Article 5(1) of Directives 89/104
and 2008/95 and which relates without distinc-
tion to the situations referred to in Article 5(1)
(a) and (b), it is not necessary, in order to give
a useful response, to definitively determine
which of those two situations apply in the pres-
ent case.
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Buna gore Mahkeme, sordugu soru ile davay1
sevk eden mahkemenin, esasen 2008/95 sayili
Direktifin 5(1)(a) Maddesinin, bir web sitesin-
de yaymnlanan ve bir markayla, bu markanin
sahibi ile kendisi arasinda ticari bir iligki oldu-
gu izlenimi verecek sekilde ayni veya benzer
bir isaret iceren bir reklamda ad1 gegen iigiin-
cli bir sahsin s6z konusu isareti, sz konusu
reklamin bu ¢iincii sahis tarafindan veya bu
sahis adina internete konulmus olmamas: veya
bu ti¢lincti sahsin s6z konusu reklamin kaldi-
rilmasi i¢in makul tiim adimlar1 atmas: ancak
bagarili olmamasi durumunda déhi s6z konu-
su marka sahibi tarafindan atifta bulunulan
hitkiim uyarinca men edilen sekilde kullandig1
seklinde yorumlanip yorumlanmamas: gerek-
tigini sordugunu tespit etmistir.

Macaristan ve Polonya hiikiimetleri ile Komis-
yon bu sorunun olumsuz olarak cevaplanmasi
gerektigi kanaatindedir.

2008/95 sayili Direktifin 5(1)(a) Maddesi uya-
rinca, bir marka sahibi, ii¢iincii bir sahsin s6z
konusu marka ile ayn1 olan bir isareti izinsiz
kullanmasini, s6z konusu kullanimin ticari
slire¢ icinde oldugu, markanin tescilli oldugu
mal ve hizmetlerle ayn1 hizmetler ile iligkili ol-
dugu veya yalnizca s6z konusu markanin miis-
terilere mal ve hizmetin menseini (‘kaynak
belirtme fonksiyonu’) garanti etme seklindeki
esas iglevini degil, 6zellikle bu mal ve hizmet-
lerin kalitesini garanti etmek veya iletisim,
yatirim veya reklamcilik gibi diger islevlerini
de etkiledigi veya etkileme ihtimali oldugu
durumlarda 6nleme yetkisine sahiptir (bu hu-
susta, bkz. LOréal ve Digerleri ile ilgili karar,
C487/07, EU:C:2009:378, 58. paragraf; Go-
ogle France ve Google, C236/08 ila C238/08,
EU:C:2010:159, 49., 77. ve 79. paragraflar,
ve Interflora ve Interflora British Unit, C323/09,
EU:C:2011:604, 38. paragraf).

24

25

26

—114 -

Accordingly, the Court finds that, by its ques-
tion, the referring court asks, essentially,
whether Article 5(1)(a) and (b) of Directive
2008/95 must be interpreted as meaning that
a third party, who is named in an advertise-
ment published on a website, which contains
a sign identical or similar to a trade mark in
such a way as to give the impression that there
is a commercial relationship between him and
the proprietor of the trade mark, makes a use
of that sign which may be prevented by that
proprietor under that provision, even where
that advertisement has not been placed by that
third party or on his behalf or where that third
party took all reasonable steps to have it re-
moved, but did not succeed in doing so.

The Hungarian and Polish Governments and
the Commission take the view that the ques-
tion should be answered in the negative.

By application of Article 5(1)(a) of Directive
2008/95, the proprietor of a trade mark is enti-
tled to prevent a third party from using, with-
out his consent, a sign identical with that trade
mark when that use is in the course of trade,
is in relation to goods or services which are
identical with those for which that trade mark
is registered, and affects, or is liable to affect,
the functions of the trade mark, including not
only the essential function of the trade mark,
which is to guarantee to consumers the ori-
gin of the goods or service (‘the origin func-
tion’), but also its other functions such as, in
particular, that of guaranteeing the quality of
those goods or services or those of commu-
nication, investment or advertising (see, to
that effect, judgments in L'Oréal and Others,
C487/07, EU:C:2009:378, paragraph 58; Goo-
gle France and Google, C236/08 to C238/08,
EU:C:2010:159, paragraphs 49, 77 and 79,
and Interflora and Interflora British Unit,
C323/09, EU:C:2011:604, paragraph 38).
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Ancak, s6z konusu isaretlerin ve/veya bu isa-
retlerin kullanildigi mal ve hizmetlerin yalniz-
ca benzer oldugu durumlarda marka sahibi,
2008/95 sayil1 Direktifin 5(1)(b) Maddesi uya-
rinca, s6z konusu isaretin kullanimi halkin bir
kismi1 nezdinde karisikliga yol agma ihtimali
dolayisiyla kaynak belirtme fonksiyonunu et-
kilerse veya etkileme ihtimali tagiyorsa bu tiir
bir kullanimi 6nleme yetkisine sahiptir (6zel-
likle bkz. Frisdranken Industrie Winters ile ilgi-
li karar, C119/10, EU:C:2011:837, 25 paragraf
ve bahsi gegen ictihat).

Divanin, bir markanmn {i¢iincii bir sahis tara-
findan marka sahibinin izni alinmaksizin, s6z
konusu {i¢lincii sahsin adi gegcen markasinin
ilgili oldugu mallarin tamir ve bakimini ger-
¢eklestirdigini veya bahsi gecen mallar konu-
sunda uzmanlastigini veya uzman oldugunu
halka bildirmek amaciyla kullaniminin, belirli
kogullar altinda, atifta bulunulan Direktifin
markanin etkilerinin sinirlanmasina iligkin 6.
Maddesi veya Direktif tarafindan verilen hak-
larin tiiketilmesine iliskin 7. Maddesi yiirtir-
litkte olmadi: stirece marka sahibi tarafindan
yasaklanmis olabilen 2008/95 sayili Direktifin
5(1)(a) Maddesinde ongoriilen amaglarla ger-
¢eklestirilen bir kullanim olduguna zaten inan-
dig1 belirtilmelidir (bkz. BMW ile ilgili karar,
C63/97, EU:C:1999:82, 42. ve 45. paragraflar).

Ana davanin konusunu olusturan ve Egytd
Garage’1 ‘Mercedes-Benz yetkili saticis1’ olarak
adlandiran reklamlar ile ilgili olarak, Egyid
Garage'in MTTden bu igerige sahip bir rekla-
min 2011-2012 yillar1 arasinda www.telefon-
konyv.hu web sitesinde ¢evrimici olarak yayin-
lanmasini istemek suretiyle markay:r 2008/95
sayitl Direktifin 5(1) Maddesinde belirtilen
sekilde kullandig: dikkate alinmalidur.

Ticari faaliyeti baglaminda bu tiir bir reklam
istemekle, reklam veren, markanin ‘kullanimi-
n1, ‘ticarette’ ve miisterilerine sundugu ‘mal ve
hizmetlerle iligkili olarak’ reklam amaciyla ve
ayrica 2008/95 sayili Direktifin 5(3)(d) Mad-
desinde ac¢ik¢a ongoriilen sekilde gerceklestir-
mistir. Bu tir bir kullanim, marka sahibinin
izni olmaksizin gergeklestirildigi durumlarda,
soz konusu reklam marka sahibi ile reklamci
arasinda ekonomik bir iligki oldugu izlenimini
verdiginden markanin kaynak belirtme fonksi-
yonunu etkileme ihtimali tasimaktadir (bu hu-
susta, bkz. Interflora ve Interflora British Unit
ile ilgili karar, C323/09, EU:C:2011:604, 45.
Paragraf ve bahsi gegen ictihat).
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However, where the signs in question and/or
the goods or services for which those signs
are used are only similar, the proprietor of the
trade mark is entitled, under Article 5(1)(b) of
Directive 2008/95, to prevent such use of the
sign only if, due to a likelihood of confusion on
the part of the public, that use affects, or is lia-
ble to affect, the origin function (see, in partic-
ular, judgment in Frisdranken Industrie Win-
ters, C119/10, EU:C:2011:837, paragraph 25,
and the case-law cited).

It should be pointed out that the Court has al-
ready held that the use of a trade mark by a
third party, without the proprietor’s authori-
sation, in order to inform the public that that
third party carries out repairs and maintenance
of goods covered by that trade mark or that he
has specialised, or is a specialist, in such goods
constitutes, in certain circumstances, a use of
that mark for the purposes of Article 5(1)(a)
of Directive 2008/95, which may be prohibited
by the trade mark proprietor unless Article 6
of that directive, concerning the limitation of
the effects of the trade mark, or Article 7 of
that directive, concerning exhaustion of the
rights conferred by it, are applicable (see judg-
ment in BMW, C63/97, EU:C:1999:82, para-
graphs 42 and 45).

As regards the advertisements at issue in the
main proceedings that name Egyiid Garage
as an ‘authorised Mercedes-Benz dealer, it
must be held that, by ordering from MTT an
advertisement with that content in order to
be published online on the website www.tele-
fonkonyv.hu for the period covering the years
2011 to 2012, Egytd Garage used the mark
within the meaning of Article 5(1) of Directive
2008/95.

By ordering such an advertisement in the con-
text of its commercial activity, the advertiser
made ‘us€’ of the mark ‘in the course of trade’
and ‘in relation to goods or services' which it of-
fers to its customers, which use for advertising
purposes, moreover, is expressly provided for in
Article 5(3)(d) of Directive 2008/95. Such use,
where it is made without the consent of the pro-
prietor of the mark, is liable to affect the origin
function of the mark, since the advertisement
suggests the existence of an economic link be-
tween that advertiser and the proprietor (see, to
that effect, judgment in Interflora and Interflora
British  Unit, C323/09, EU:C:2011:604, para-

graph 45, and case-law cited).
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Ancak, Mercedes Benz Macaristan ve Egytd
Garage arasindaki satis sonrast hizmet sozles-
mesi bu tiir bir kullanima izin verdigi ol¢iide,
bu kullanimin marka sahibinin izni ile gercek-
lestigi ve bu nedenle marka sahibinin, sézles-
menin yirirliikte oldugu sirada 2008/95 sayili
Direktifin 5(1) Maddesi uyarinca s6z konusu
reklamin www.telefonkonyv.hu web sitesinde
yaymlanmasini yasaklama yetkisine sahip ol-
madig1 goz 6niinde bulundurulmalidir.

Yine de, s6z konusu sozlesmenin sona erme-
sinden sonra dahi, Egyiid Garagein ‘Merce-
des-Benz yetkili saticist’ olarak adlandirildig
reklamlarin, hem www.telefonkonyv.hu web
sitesinde hem de sirketlere atifta bulunulan di-
ger web sitelerinde goriilmeye devam ettigi ve
bu reklamlarin ana dava konusu oldugu siip-
hesizdir.

Oncelikle, sz konusu reklamin sézlesmenin
sona ermesinden sonra www.telefonkonyv.hu
web sitesinde yaymnlanmasina iligkin olarak,
davay1 sevk eden mahkeme Egyiid Garage'in
MTTden baslangicta talep edilen reklamin
kendisini bundan sonra ‘Mercedes-Benz yet-
kili saticis’ olarak adlandirmayacak sekilde
degistirilmesini istedigini ancak bu istege rag-
men ayni atf1 iceren reklamin s6z konusu web
sitesinde bir siire daha goriilmeye devam etti-
gini tespit etmistir.

Bir reklamin bagka bir sahsin markasina atifta
bulunan bir web sitesinde ¢evrimigi yayinlan-
masi, reklam talebinde bulunan ve isletmeci-
nin talimati {izerine bir hizmet saglayicisi ola-
rak hareket eden reklamciya atfedilebilir (kiyas
yoluyla, bkz. Google France ve Google ile ilgili
kararlar, C236/08 ila C238/08, EU:C:2010:159,
51. ve 52. Paragraflar ve Frisdranken In-
dustrie Winters ile ilgili kararlar, C119/10,
EU:C:2011:837, 36. paragraf); ancak s6z konu-
su reklamci, 6zellikle markanin bu sekilde kul-
lanimini 6nlemek isteyen s6z konusu reklam
verenin agike¢a verdigi talimatlar1 kasten veya
ihmalen dikkate almayan bu tiir bir hizmet
saglayicinin hareketleri veya ihmalleri ile yii-
kiimlii tutulamaz.
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However, to the extent the after-sales service
contract between Mercedes Benz Hungaria
and Egytid Garage expressly permitted such
use, it must be held that this was done with
the consent of the proprietor of the mark and
that, in accordance with Article 5(1) of Direc-
tive 2008/95, that proprietor was not therefore
entitled to prohibit, while that contract was in
force, the publication of the advertisement at
issue on the website www.telefonkonyv.hu.

It is, nevertheless, not disputed that, even af-
ter the termination of that contract, advertise-
ments naming Egyiid Garage as an ‘authorised
Mercedes-Benz dealer’ continued to appear
both on the website www.telefonkonyv.hu and
on other company referencing websites and
that those advertisements are the subject of the
main proceedings.

With regard, first, to the publication of that ad-
vertisement on the website www.telefonkonyv.
hu after the termination of that contract, the
referring court established that Egyiid Garage
requested MTT to amend the advertisement
that was originally ordered, so that it no lon-
ger named it as an ‘authorised Mercedes-Benz
dealer; but that, despite that request, the ad-
vertisement with that reference continued to
appear for some time on that website.

While the publication online of an advertise-
ment on a referencing website, referring to
another person’s trade mark, is attributable
to the advertiser who ordered that advertise-
ment and upon whose instruction the opera-
tor of that site, as service provider, acted (see,
by analogy, judgments in Google France and
Google, C236/08 to C238/08, EU:C:2010:159,
paragraphs 51 and 52, and in Frisdranken
Industrie Winters, C119/10, EU:C:2011:837,
paragraph 36), that advertiser cannot be held
liable for the acts or omissions of such a pro-
vider who, intentionally or negligently, disre-
gards the express instructions given by that ad-
vertiser who is seeking, specifically, to prevent
that use of the mark. Accordingly, where that
provider fails to comply with the advertiser’s
request to remove the advertisement at issue
or the reference to the mark contained therein,
the publication of that reference on the refer-
encing website can no longer be regarded as a
use of the mark by the advertiser.
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Ikinci olarak séz konusu reklamin sirketlere
atifta bulunulan diger web sitelerinde yayin-
lanmasi konusunda, davay1 sevk eden mahke-
me bu durumun, bu tiir baz1 web sitesi ope-
ratorlerinin diger web sitelerinde yaymlanan
reklamlar1 kendi web sitelerinin kullanimini
artirmak ve potansiyel tcretli kullanicilara
saglam bir temele dayal1 popiiler bir web sitesi
ile ilgilendikleri izlenimini vermek amaciyla
reklamcinin bilgisi veya izni olmaksizin alma-
y1 igeren uygulamalar: ile aciklanabilecegini
belirtmektedir.

Bu baglamda bir reklamcinin, s6z konusu rek-
lamct ile dogrudan veya dolayli hicbir iliskisi
olmayan ve s6z konusu reklamcinin talima-
tiyla veya bu reklamci adina hareket etmeyen;
kendi inisiyatifi ile kendi adina hareket eden
atif igerikli web sitesi operatorleri gibi diger
ekonomik isletmecilerin bagimsiz eylemleri ile
yiikiimlii tutulamayacag dikkate alinmalidar.

Is bu kararin 34. ve 36. paragraflarindan;
2008/95 sayili Direktifin 5(1)(a) veya (b) Mad-
desi uyarinca, burada belirtilen her iki durum-
da da marka sahibinin, reklamcinin, markasi-
na s6z konusu sekilde atifta bulunan reklami
¢evrimigi olarak yayinlamasini 6nlemek ama-
ctyla dava agma yetkisine sahip olmadigi sonu-
cu ¢itkmaktadir.

2008/95 sayili Direktifin 5. Maddesinin anla-
tim bi¢imi, yapisi ve amaci bu sonucu destekler
niteliktedir.

Oncelikle 5(1) Maddesinin anlatim bicimine
iligkin olarak, drnek yoluyla, sirastyla s6z ko-
nusu hitkmiin Almanca, Ingilizce, Fransizca,
ftalyanca Flemenkge ve Macarca versiyonla-
rinda kullanilan ‘zu benutzen, ‘using (kullan-
ma)), ‘faire usage, ‘usare, ‘het gebruik’, ‘haszndl
ifadesi etkin davranisi ve kullanimi teskil eden
eylemin dogrudan veya dolayli kontroliinii
kapsamaktadir. Ancak, soz konusu eylem, ba-
gumsiz bir isletmeci tarafindan reklam verenin
izni olmaksizin veya onun agik istegine rag-
men gergeklestirilirse bu durum gegerli degil-
dir.
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As regards, secondly, the publication of the
advertisement in question on other company
referencing websites, the referring court states
that this fact can be explained by the practice
of some operators of such sites, which consists
of taking up advertisements published on oth-
er advertising sites, without the knowledge or
consent of the advertiser, to promote the use of
their own site, in order to suggest to potential
paying users that they are dealing with a popu-
lar website with a solid basis.

In that regard, it must be pointed out that an
advertiser cannot be held liable for the inde-
pendent actions of other economic operators,
such as those of referencing website operators
with whom the advertiser has no direct or in-
direct dealings and who do not act by order
and on behalf of that advertiser, but on their
own initiative and in their own name.

It follows from paragraphs 34 and 36 of the
present judgment that, in both of the situations
referred to therein, the proprietor of the mark
is not entitled, under Article 5(1)(a) or (b) of
Directive 2008/95, to take action against the
advertiser in order to prevent him from pub-
lishing online the advertisement containing
the reference to its trade mark.

That conclusion is supported by the wording,
scheme and purpose of Article 5 of Directive
2008/95.

With regard, first, to the wording of Arti-
cle 5(1), it must be noted, by way of example
that, according to its ordinary meaning, the
expression ‘zu benutzen, ‘using, faire usage,
‘usare), ‘het gebruik; ‘hasznal, used respectively
in the German, English, French, Italian, Dutch
and Hungarian versions of that provision, in-
volves active behaviour and direct or indirect
control of the act constituting the use. How-
ever, that is not the case if that act is carried
out by an independent operator without the
consent of the advertiser, or even against his
express will.
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Ikinci olarak 2008/95 sayili Direktifin 5. Mad-

desinin yapis1 konusunda, marka sahibinin
yasaklayabilecegi kullanim tirlerini ytizeysel
bir sekilde listeleyen 5(3) Maddesinin (bkz.
Google France et Google ile ilgili karar, C236/08
ila C238/08, EU:C:2010:159, 65. paragraf ve
bahsi gegen ictihat), ozellikle iigiincii sahis
tarafindan gergeklestirilen, isareti mallarin
veya kendi paketlerinin iizerine ‘yapistir-
mak’ veya ticari evrakta ve reklamcilikta kul-
lanmak] mallar1 ‘sunmak] ‘piyasaya ¢ikarmak’
veya ‘bu amaglarla depolamak, mallar1 ‘ithal
etmek’ veya ‘ihra¢ etmek’ veya sz konusu isa-
ret altinda hizmetler ‘sunmak’ veya ‘saglamak’
gibi aktif davranislara atifta bulundugu goz
oniinde bulundurulmalidir.

Son olarak, 2008/95 sayili Direktifin 5(1) Mad-
desinin amaci konusunda, bu hitkkmiin marka
sahibine, markasinin izinsiz olarak {tg¢linc
bir sahis tarafindan her tiirlii kullanimin: ya-
saklamasina ve engellemesine izin veren yasal
bir belge saglamay1 amacladig1 agiktir. Ancak,
yalnizca kullanim olusturan eylemi dogrudan
veya dolayli sekilde kontrol eden iigiincii bir
sahis bu kullanimi etkili bir sekilde durdura-
bilir ve bu nedenle s6z konusu yasaga uymak-
tadur.

Bu kosullar altinda 2008/95 sayili Direktifin
5(1) Maddesinin, ana yargilamada uyusmaz-
lik konusu olan bir durumda, marka sahibine
reklamcinin sikayet konusu kullanimini, yal-
nizca bu tiir bir kullanimin reklamciya mad-
di bir fayda saglama ihtimali olmasi sebebiyle
yasaklamasina izin verdigi seklinde yorumlan-
masinin s6z konusu hitkmiin amacinin yanlis
anlasilmasina neden olacagi ve hig kimsenin
hukuken imkansizi yapmaya yiikiimlii olama-
yacag1 (impossibilium nulla obligatio est) ilke-
siyle gelistigi goz oniinde bulundurulmalidir.

Bu bulgu, uygun oldugu durumlarda marka
sahibinin reklamcidan, i¢ hukuk kurallarina
dayali olarak bu tiir herhangi bir maddi kazan-
cin tazminini talep etme ve atifta bulunulan
s6z konusu web sitelerinin operatorlerine dava
acma hakkini etkilememektedir.
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Secondly, as regards the scheme of Article 5
of Directive 2008/95, it should be noted that
Article 5(3), which lists in a non-exhaustive
manner the types of use which the trade mark
proprietor may prohibit (see judgment in
Google France et Google, C236/08 to C238/08,
EU:C:2010:159, paragraph 65 and the case-law
cited), refers exclusively to active behaviour on
the part of the third party, such as that of ‘affix-
ing’ the sign on the goods and their packaging
or ‘using’ it in business papers and advertis-
ing, ‘offering’ the goods, ‘putting them on the
market’ or ‘stocking’ them for those purposes,
‘importing’ or ‘exporting’ them or ‘offering’ or
‘supplying’ services under that sign.

Finally, with regard to the purpose of Arti-
cle 5(1) of Directive 2008/95, it is clear from
that provision that it is intended to provide
the proprietor with a legal instrument allow-
ing him to prohibit, and to prevent, any use
of his trade mark by a third party without his
consent. However, only a third party who has
direct or indirect control of the act constituting
the use is effectively able to stop that use and
therefore comply with that prohibition.

In those circumstances, it must be observed
that an interpretation of Article 5(1) of Direc-
tive 2008/95, allowing, in a situation such as
that at issue in the main proceedings, the pro-
prietor of the mark to prohibit the advertiser
from making the use complained of, on the
sole ground that such use could possibly pro-
vide a financial benefit to the advertiser, would
misconstrue the purpose of that provision and
conflict with the principle that no one can be
legally obliged to do the impossible (impossi-
bilium nulla obligatio est).

That finding does not affect the possibility for
the proprietor to claim from the advertiser,
where appropriate, reimbursement of any such
financial advantage on the basis of national
law, nor that of taking action against the oper-
ators of the referencing websites at issue.
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Avrupa Birligi Adalet Divan1 C-179/15 sayili
karariyla; 2008/95 sayili Direktifin 5 (1) (a) ve
(b) maddesinin; adi, marka sahibi ile arasinda
ticari bir iliski oldugu izlenimi verecek sekilde,
bir web sitesinde, marka ile ayn1 veya benzer
bir isaret iceren bir reklamda gegen bir ti¢tincii
sahsin;

Bu reklamin kendisi tarafindan veya kendisi
adina konulmadig: veya,

S6z konusu reklam marka sahibinin izni ile
kendisi tarafindan veya kendisi adina konul-
dugu durumda, bu sahsin reklam isteginde
bulundugu web sitesi isletmecisinden reklam
veya reklam i¢inde markaya yapilan atfi kal-
dirmasi agikga istedigi durumlarda marka
sahibi tarafindan bahsi gegen hiikiim uyarinca
kullanimi yasaklanalabilen bu isaretten istifa-
de etmedigi seklinde yorumlanmas: gerektigi-
ne hitkmetmistir.

Masraflar

Is bu durusmalar ana durugmalarin taraflart
i¢in ulusal mahkemede askida olan davada bir
adim niteligi tasidigindan maliyetler ile ilgili
karar soz konusu mahkemenin meselesidir.
Divana goriis sunarken yapilan masraflar, bu
taraflarin masraflar1 hari¢ olmak tizere, geri
alinamaz.

Divan (fkinci Daire), bu temellere dayanarak
isbu belgede su karara varmigtir:

Avrupa Birligi Adalet Divan1 C-179/15 sayil1
karariyla; 2008/95 sayil1 Direktifin 5(1)(a) ve
(b) maddesinin; adi, marka sahibi ile arasin-
da ticari bir iliski oldugu izlenimi verecek
sekilde, bir web sitesinde, marka ile ayni
veya benzer bir isaret iceren bir reklamda
gecen bir ii¢iincii sahsin;

Bu reklamin kendisi tarafindan veya kendisi
adina konulmadigi veya,

S6z konusu reklam marka sahibinin izni
ile kendisi tarafindan veya kendisi adina
konuldugu durumda, bu sahsin reklam
isteginde bulundugu web sitesi isletmecisin-
den reklam veya reklam i¢inde markaya
yapilan atfi kaldirmasini agik¢a istedigi
durumlarda marka sahibi tarafindan bahsi
gecen hiikiim uyarinca kullanimi yasaklanal-
abilen bu isaretten istifade etmedigi seklinde

yorumlanmasi gerektigine hitkmetmistir.

44

45

-119 -

In view of the foregoing considerations, the
answer to the question referred is that Arti-
cle 5(1)(a) and (b) of Directive 2008/95 must
be interpreted as meaning that a third party,
who is named in an advertisement on a web-
site, which contains a sign identical or similar
to a trade mark in such a way as to give the
impression that there is a commercial relation-
ship between him and the proprietor of the
trade mark, does not make use of that sign that
may be prohibited by that proprietor under
that provision, where that advertisement has
not been placed by that third party or on his
behalf or, if that advertisement has been placed
by that third party or on his behalf with the
consent of the proprietor, where that third par-
ty has expressly requested the operator of that
website, from whom the third party ordered
the advertisement, to remove the advertise-
ment or the reference to the mark contained
therein.

Costs

Since these proceedings are, for the parties
to the main proceedings, a step in the action
pending before the national court, the deci-
sion on costs is a matter for that court. Costs
incurred in submitting observations to the
Court, other than the costs of those parties, are
not recoverable.

On those grounds, the Court (Second Cham-
ber) hereby rules:

Article 5(1)(a) and (b) of Directive 2008/95/
EC of the European Parliament and of the
Council of 22 October 2008 to approximate
the laws of the Member States relating to
trade marks must be interpreted as meaning
that a third party, who is named in an adver-
tisement on a website, which contains a sign
identical or similar to a trade mark in such
a way as to give the impression that there
is a commercial relationship between him
and the proprietor of the trade mark, does
not make use of that sign that may be pro-
hibited by that proprietor under that provi-
sion, where that advertisement has not been
placed by that third party or on his behalf or,
if that advertisement has been placed by that
third party or on his behalf with the consent
of the proprietor, where that third party has
expressly requested the operator of that web-
site, from whom the third party ordered the
advertisement, to remove the advertisement
or the reference to the mark contained there-
in.



