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A COMPARATIVE STUDY OF TRADEMARKS UNDER
GERMAN AND TURKISH LAW
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Abstract

With Decision 1795 of the EC-Turkey Assocviation Council, Turkey and the
EC established o Customs Usion. In implementing that decision Twrkey alse
undertoek the obligation to ensure effective protection and enforcement of
inteliectual property rights.’ Annex VI of the same decision provides
specific measures in the field of intellectual property rights that Turkey
should bring into effect. Accordingly a new Decree-Law No. 556 Pertaining
to the Protection of Trademarks was adopred in Turkey and entered into
Jorce on June 27, 1995, to harmonize the Turkish trademark system with
European standards, especially with the TRIPS Agreement and the EC
Council Directive EEC 81047 The legal basis for the protection of
trademarks in Turkey before was Law No: 551 of March 3, 1965, As with
the Turkish law the German law ailso had to be amended according o the
EC Council Directive in 1994 and came into force on January 1, 1995.° The
new (German Trademark Law replaced the former *Warenzeichengesety”
trademark law, which dated back to I874. Considering the latest
amendmeniz o the German and Turkish Trademark Laws similarities in
both laws show that Turkey has adupted great parts of its trademark laws to
the European standard,

" Gregor Girubhofer, Mag. jur., is & lawyer in & Turkish lawfirm who has stadied law
at the Univeryity of Vierma and (s a student in the LL M. program of Marmars
University. Currently he 1z writing on his LL.M. thesis in the field of Intettectual
Property Righis in the EC,




16 A COMPARATIVE STUDY OF TRADEMARKS UNDER GERMAN AND TURKISH LAW

1. General Requirements for Trademarks

A fundamental principle in every trademark law is that the trademark must
be capable of distinguishing the goods and services of one undertaking from
the goods and services of other undertakings. Both German and Turkish taw
follow basically the text of Article 15 of the TRIPS Agreement and allow all
kinds of signs to be registered that are represented graphically or are else
visually perceptible. Moreover both legislations mention the shape of goods
or their packaging to be permissible for registration. This complies with
Article 15 of the TRIPS Agreement, in which it is expressly stated that
parties to the agreement may require, as a condition of registration, that
signs are visually perceptible. Under German law, however, also sound
trademarks are permissible for registration, for example signature tunes of
radio and television programs. With respect to Turkey it is also to be
mentioned in this context that under Turkish law protection was extended
for the first time to service-marks with the amendments in 1995, The
amendments foilow Turkey's obligation under the TRIPS Agreement, In
Turkey protection for a trademark is obtained by registration.” In Germany
protection for trademark may be obtained not only upon registry but also
through common usage in the course of trade acquired in the relevant
market. If the sign is a well-known mark within the meaning of Article 6
of the Paris Convention, protection is also granted under German Law
without registration.” The Paris Convention, of which Turkey has become a
party with respect to its Articles | to 12 on February 1, 1995, provides that a
state may either ex officio grant protection to well-known marks or at the
rcquest of an interested party. Although trademarks can only be obtained
upon registry in Turkey, the competent authorily has to refuse registration, if
the mark subject to application is a well-known mark according to Article
6" of the Paris Convention and the owners did not permit the use of it.*
Thus, both laws provide protection for well-known marks that are not
registered with the authorized body. German and Turkish Law distinguishes
between ubsolute grounds of refusal and relative grounds of refusal of
regisiry of a trademark. In Turkey, contrary to Germany, prolection is not
provided for marks that are not registered but have acquired acceptance
through common usage in a specific market sector.
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2.  Absolute Grounds of Refusal

Registration of trademarks is denisd on absolute grounds iF the rademark is
not capable of distinguishing the goods and services of one undertaking
from the goods apd services of other undertakings. Turkish law gives a
typical ¢example and says that this is the case when the trademark 1s identical
or confusingly similar to a trademark registered earlier with respect to an
identical or same type of product or service.”! Other absolute grounds of
refusal are very simlar in bath national legislations and deny protection for
signz or indications which serve in trade to indicate the Xind, characteristics,
guality cote. of the goods and the services or which could deceive the public
as to the nature, quality and the geographical origin of the goods and
services. Also trademarks that resemble state or other official emblems are
prohibited. Additionally, Turkish law expressly and sepacately from all
other ifems mentions that religious symbols cannct be used as a wvalid
trademark. As has been mentioned above German law, but nod Turkish law,
grants protection to marks also through commeon usage without registration
if the mark has been de facto accepted as such in the selevant market
(“secondary meaning of 2 mark or sign”. Notwithstanding this. Turkish law
- and also German law - provides that registration of trademarks, which
have acquired distinctiveness in practice through commpon usage, cannot be
dented on grounds that the trademark was non-distinctive or of a descriptive
nature.” Thus, in both laws, a mark that would generally lack distinctiveness
or is descriptive in nature can nevertheless obtate protection under the
condition that the mark has acquired its distiactive charactey by means of
common wsage in the relevant market, It is also impermissible #f the sign o
be registerad is §n fact the shape of gondds or packaging, which results from
the nature of the good, which 5 pecessary o obtain a techmical result or
which gives substantial value to the good.’ Last, registration may be denied
under German and Twrkish laws, where the trademark is contrary to public
policy.

3. Relative Grounds of Refusal or CanceHation

While Turkish law defines relative grounds of refusal, German law defines
relative groumds for cancellation of regisiry. The content of these relative
grounds are, however, similer and are related to the existence of prior rights
already obtaingd by other proprietors, In both laws these grounds are
relative because the competent authority will take themn intoe consideration
only upon opposition by a person who has filed an earher apphication or
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possesses a conflicting trademark, Turkish and German law distinguishes
three situations:

- The trademark is identical with another trademark for identical goods
and services.

- The trademark is identical or similar with another trademark for
identical or similar goods or services provided the likelihood of
confusion.

- The trademark is identical or similar with another trademark for goods
and services that are, however, not identical or similar goods, if
registration would be detrimental to the distinctive character or repute
of the registered prior trademark.

Also the proprietor of a non-registered trademark or of a sign used in the
course of trade can object to the registry of trademarks on the above
grounds, provided that he shows that the non-registered trademark has
acquired acccptance in the relevant market through common usage.

Moreover, a trademark may be challenged according to both German and
Turkish laws on grounds that the mark contamns thic name, photograph,
copyright, or any industrial property rights of a third party.'® The German
Law also mentions the right of a third party related to the geographic origin
or to other protective commercial laws.''" If there is a likelihood of
confusion with regard to the geographic origin on the part of the public as to
the nature, quality, place of production and geographical origin in respect of
the goods or services for which the trademark is registered, the trademark
may also be declared invalid under Turkish law, though not being expressly
mentioned within the relative grounds for refusal.'? Last, under both laws a
proprictor may object to registration where an agent or representative of the
proprietor of the trademark has applied for registration in his own name
without the proprietor’s consent and without valid justiﬁcation.”

4. The Priority Rights

The right to register a trademark with the competent authority is conditional
upon the non-existence of conflicting prior rights of third parties. This right
of priority is generally determined by the day of filing application. Due to
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international conventions, however, a proprietor who has registered a
trademark abroad enjoys, for the purpose of filing in another country that is
party to the international convention, a right of priority during a defined
period. The Paris Convention to which Germany and Turkey are signatories
provides a six months period for right holders in one state to apply for
registry of the same trademark in another member state. The filing in the
first country must be equivalent to a regular national filing under the
domestic legislation of the other country or under bilateral or multilateral
treaties concluded between the two countries. Turkish law acknowledges
any filing by nationals of a country which is party to the Paris Convention as
equivalent to a regular national filing. The filing does not necessarily have
to take place in a country, which is party to the convention.'* German law
accepts equality of filings only if the states have agreed so in an
international agreement or under the condition of reciprocity.”” Turkish law
fixes the priority period in accordance with the Paris Convention at 6
months from the date of first filing provided that the priority right is
documented within three months, while German law without defining the
period just refers to the prevailing rules of international conventions.'®
Turkish law does not specify the requirements for such documentation. In
contrast, the German law requires that any proprietor that claims the right of
priority on grounds of an earler equivalent filing in another country has to
name the state and the date of this filing within two months of his claim,
And within another two months he has to submit the reference number of
his first filing and a copy of his application."”

The proprietor of a trademark cannot claim any right of priority under
German law if he tolerated the use of the opposed trademark for a
continuous period of five years or gave his consent to its usage, unless the
proprietor of the opposed sign used the mark without good faith,'®

5. Registration

Within three months following the day of publication of registration any
proprietor of priority rights (relative grounds of refusal) may oppose the
registration of a trademark under German and Turkish law." Turkish law
also allows any natural or legal person or any group representing
manufacturers, producers, suppliers of services, traders or consumers to
submit to the authorized body their written observations that the trademark
is in breach with absolute grounds of refusal following the publication of the
trademark application. However, they shall not be parties to the proceedings
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before the Institute,” Under boih laws, registration of & tademark will grant
protection for ten years following the day of appizcazwn and can e renewed
for a forther ten years cvery lime proleclion expires.”

6. Scoepe of Protection

The legal conseqnences of & proprietor’s right 1o use a protecied mark ¢can
be divided into three categories. Iixst the proprietor may prevent other
parties from using the same or sinilar marks, second he may agthorize 8
third party 1o make use of the rights granted to him snd third, 10 sore extent
the proprieror 1xas 10 tolerate the nse of his mark or sign by third parties, The
following will show how these aspedts are regulated under German and
Turkish law.

a} The Right te Prevent Upauthorized Use

The propriefor of a trademark, who puts his frademark in use, may provent
auy Hard pasty from using wnauthorized identical signs in relation to goods
and services, which are identical with those for which the wrademark is
reglstered, or similar or identical signs in relation with similar goods and
services covered by the registered mademark and sign in a way that #
capable of causing confusion on the part of the public including any possible
association between the sign and the trademark. Last, the proprietor of a
trademark is entitled to prevent thisd parties using identical or similar rights
tw the registered trademark in selation o goods or services which are not
simmilar £ those for which the trademack i3 registered, where the use of that
sign without due cause takes unfair advantage of or 1§ detrimental to the
distinctive character or the repute of the registered trademark. ™

b} The Right to Transfer Trademarks

A registered trademark may bo charged as seeunty independently of the
undertzking and may be transferred or be licensed for all or some of the
goods or services for which it is regisiered.” Contrary 1o German law,
Turkish law distingaishes exclusive from non-exelusive ficenses, According
1o German law the mutual rights and obligations of the Rcensor and the
licensee are solely determined by the Heense azreement. The Turkish law,
on the other hand, alsd provides pules that shall apply, when he parties did
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not agres on something else. For example: the Hicense shall be understond o
be non-exclusive; the licenser may use the trademark himself and may grant
Hcenses (o third parties on the same trademark; in case of an cxclusive
iirense the licenser may not grant licenses to other parties and cannot make
use of the trademark; the Heenser cannot transfer the rights arising from the
license or cannot grant a sub-ficense; the licensce shall have exclusive rights
with respect 1o the use of the trademark during the period of protection,
Hnder German law the licensee, i the case of sn mfringement of the
traderark rights, can initiate proseedings in his ows name only with the
proprietor’s consent. Under Turkish faw the holder of an exclusive right
may initate all proceedings in his own name, which have besn made
available 1o the proprietor of the trademark, while holders of non-exclusive
licenses do 110t have the right to initiate legal proceedings at all. In Turkey, a
license agreement has to be registered to have effect against third parties
acting in good faith. ™

<} Limitation of Protection

Protection, however,does sot exclude alf use of the registercd trademark by
third parties. A proprietor has to telerate that the frademark is reproduced in
a dictionary, encyclopedia or similar reference work provided an indication
that the trademark is registered.” This means that the proprietor himself has
to ensure that his trademark does not become generic by being reproduced
without any indication of its registration. The proprietor of s frademark
cannot prevent third parties from using, in the course of trade, his name or
address, or the use of 4 sign that is identical to the registered trademark 1o
indicate the kind, qualily, intended purpose, value, geographical origin, the
ame of production of goods or remdering of the services, or other
characteristics of the goods or services, provided the use is in accordance
with homest practice in mdustrial or commercial matters. German law,
additionally in this context, aiso refers 1o the legitimate use of a trademark
that is necessary to indicate that ome good is accessory to anoiber™ In
addition, a registered tradernark may be levied in execution independently
of the undertaking and as a result be put to use by third parties without the
proprietors consent,”

Another very important iimitation is the exhaustion of righes. This means
that once a product has been distributed 1o the public, the nght to costrol s
distribution shall come to end, Practically this is a necessary corollary fo the
right of distribution; otherwise, the trademark holder could prevent every
further transfer of the goods bearing his trademark.™ To protect the
domestic market in some countries the rights of the trademark holder are
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only exhausted 1n the domestic market enoe the product has been marketed
there and the proprietor of a wademark is able to prevent the same poods
marketed i oa third country being re-imported again e the domestic
market.  This issue gained even greater importance when the European
Cowt of lustice decided that, i a product is marketed by the vight holder
hirnsell or with his consent I two Member States under the same trademark
then the trademark owner cannut prevent parallel imponation with relinace
cn his trademark rights.” Parallel impertation means thit goods marketed in
the domestic warket and iz a third couniry by tw proprietor of the
irademurk ave re-imported from the third country 1o the domeste miarkes
iand sold at a jower priced. Following the Bwropean Cowrt of Tustice’s
jurisdiction the Gernwn Tademark Law provides thut the rights ol
proprietor of 2 rademark exclude the right 1o prevent third parties in the
course of trade using the trademark in relation fo goods that have been
marketed by him or with hig consent on the domestic market or on the
rarket of another country that 8 2 member of the Evropean Union or of the
Buropean Free Trade Arec™ As Twrkey iz not o member of the Buropean
Unien or Ewropean Free Trode Ares its Trademark luws protect the
domesiic market from parailel sraports, Under Turkish faw acts velated (0 a
proguct contamng the registered tradeniark shall not constittie a breach of
the rights of a registored trademnark, where such acts have occurred afler the
product has been put on the market i Turkey by the proprictor or with his
cansent,” This is in harmony with the rules axtablishing o customs anion
between Turkey and the EC as the exhaustion of intellectual property rights
in the trade relations beiween the bwo partics shall not be buplied by the
decision establishing the customs wnion,™ In Germany and Turkey the
proprieior of a trademark has the right (o oppase further commercialization
of the goods, where the conditions of the goods is changed or impaired after
they have been put on the market.™

7. Invalidity of Registration

Any regmstered irademark that i nof represented graphioally of 15 visually
pereeptible, or 1v incompatible with ahsolute or relutive grounds of refusal
can be declared tnvalid. German Law exprassly points ouf that the reasons
for declaring & trademark invahd must be current on the dale when the
competeil body decides on the case. The German luw provides that the
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registered tradernark can be declared invalid only within a period of ten
YEars upon re gistration on crounds that it lacks a distinctive character or that
the sign is descriptive in nature.™ A trademark may also become void when
it loses irs distinctive character and becomes generic in respect of the goods
or services of the trademark. In Germany, however, application for the
gancellation of a generie trademark has to be filed within 10 years upon
registration of the trademark.” If the trademark was registered lawfully but
the proprietor did aet put the tra{iczzwrk o use for a period of five years,
then the trademark can be repealed,™ Furthermore the rights related to a
registered tradernark end upon the expiry of the protection period and not-
rencwal within the gﬁzescrlbed period or the surrendering of the rights hy the
proprietor of the trade mazk

In Germany the competent bodies declare a registered trademark invalid at
the request of a legitamate party. Anyone can bring in a reguest for declaring
the registration of a trademark invalid on absolute grounds of invahidity or
upon expiry of registration under German law.” If the rademark is invalid
on absolute grounds other than the trademark’s lack of distinctive character,
its descriptive character or becsuse it has become generic. then the
authorized body may ex officie declare the trademark invalid under German
Law. The authority muwst do so within twe years of registration of the
trademark and the grounds of mvalldity musi be cbvious and current on the
date of the cancellation decision,” Applications related to the existence of
priority rights have o he filed by the proprictor of such rights.® Under
Turkish law any person who has suffered, the State Prosecutor or related
official authorities may appeal for invalidity to the court.”

8. Infringement of Rights Related to Trademarks

A proprictor of g trademark whose rights have been infringed may claim for
the cessation of the acts of infringement, request compensation and the
confiscation of the products as well as the equipment and mchtmry used (o
produce the goods that have infringed the wademark right” German law
aiso provides that the right to forbeurance and to clains damages may be
held against the owner of a business, where his cmpioybes or other persons
acting on behalf of him coused the infringement® Under German faw the
proprietor hag & right that the offender destroys the confiscated products of
offers other remedies where the destraction levies an unreasonable burden
on him. Conversely, nnder Tuzkish law the holder of the trademark rights
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may achieve proprictorship over the product coafiscated, in addition to hig
right to have the infringing goods destroyed or the infringing marks erased
from the goods. Under German law the right holder may also request
information from the offender as to where the infringing goods have been
distributed.™

Bestdes facing private claims from a proprietor of a trademark whose rights
have been infringed, the infringer of such rights also has to remedy the
illegality.™ If a person is infringing the rights of a proprictor of a trademark
under German law, then he shall be sentenced to an imprisonment term of
up to three years or pay a fine. If he was taking conunercial advantage then
the termn of imprisonment can be cxtended up to five years. Under Turkish
law oftenders shall be sentenced to a term of imprisonment between two and
four years and 1o pay a fine of between approximately 340, to 570,-
EUROS. Furthermore the prenises of the undertaking concerned is closed
down for a period of not less than one year and they shall be prevented from
practicing any commercial activity during the same period. Apart from
punishing the offender working in an undertaking where the offence was
committed, the person who is de facto managing the undertaking and has
not prevented the misdemeanor shall be punished in the same manner.

Other offences specified under Turkish rules that provide for severe
punishment are the making of false declaration with respect to the true
identity of the trademark right holder or unauthorized removal of the sign
indicating a trademark sign {one to two years of imprisonment and payment
of about 170,- to 345,- EUROS) and the unauthorized transfer or placing
as security ete of rights belonging to the proprictor of the trademark or the
affixing of signs on a product in a way that is capable to convey the
impression that a relationship exists with a legally protected trademark right
(two to three years imprisonment and a payment of about 345.- to 570,-
EUROY." Under German law the right of complaint belongs to the person
whose trademark right has been infringed unless the authorized body
regards prosecution inevitable with regard to puoblic interest. Where the
offender commercialized infringement the authorized body will prosecute ex
officio™ Tf the offender is convicted and sentenced. the trademark right
holder by tuking into account his legiiimate interest. may ask for the
publication of the verdict.” Under Turkish law the rights of complaint
belong to the person whose trademark right has been infringed, and
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additionally — with one exception as under German law - belongs o the
authorized body and to the Consurner Association and to the establishments
under the jllﬁSdlCU{}H of laws no 3590 or na 347 for acts of false deciammzz
and afftxing signs that could be related to a rogistered tradernark,™

9, Conelusions

A comparison between Turkish and German traderark faws shows that both
countries have adopted very similar rules in this field. These similarities are
due 1o the fact that intellectual property law is determined by mtﬁmatmnal
agreements, Turkey and Germany are parties o the Paris Agreement’,
TRIPS Agreement’’ and Madrid Agreement® all of which set guidelines for
the uniform definitton and protection of rights related to frademarks, and set
up ways that make i1 easier for owners to acquire rights in differemt
oruntries. With respect to the latier German law also includes provisions for
the registration of international trademarks as provided under the Madrid
Agreement. Turkey, which became a member to this agreement in January
1, 1992 will have to amend its legislation in order 1o atlow applicants to file
international registrations in Turkey. Also EC law has great impact on the
sational Jaw of Member States and Turkey in the field of srademark rights,
Germany and Turkey designed their laws protecting trademarks according
to the directive EEC/R9/104.7° Moreover another important EC regulation
40/94/BC™ has besn implemented into German law regulating the
Community Trademark, With this regulation an Office was established
where natural or legal persons are emabled to register their marks as
Compmunity Trade Marks. The registration is not only open o propristors
who are nationals of the Member States of the EC but also (o nationals of
other States, which — such as Turkey - are party o the Paris Convention,”®
The anthorized hodies in EC countries have to submit filings for a
Community Trademark to the intemational Gffice for Harmonization in the
Internal Marker (OHIM). Thus, Turkish sationals can apply for a
Community Trademark at the OGHIM, at the central indu smal property office
of a Member State or at the Benelux Trade Mark Office.”
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