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OZET

Uye iilkelerin markalarla ilgili kanunlarinin bir-
birine yakinlastirilmasini amaglayan 22 Ekim 2008
tarihli Konsey ve Avrupa Parlamentosunun 2008/95/
EC sayili Direktifinin 2. ve 3. maddelerinin, isaretin,
tescil i¢in basvuranmn hizmetlerini diger tesebbiisler-
den ayirt edebilme ozelliginin olmasi ve tescilin bahsi
gecen Direktifte belirtilen ret sebeplerinden herhangi
biriyle engellenmemesi sartiyla, bir perakende satis
magazasimn tasariminin, ol¢ii ve oranlamalar belir-
tilmeden sadece tasarimla gosteriminin, bu iiriinlerle
ilgili, fakat bunlarin satis amaciyla sunumunun ay-
rilmaz bir parcast olmayan hizmetlerden olusan hiz-
metler icin marka olarak tescil edilebilecegi seklinde
yorumlanmasi gerekir.

Anahtar kelimeler: Marka, tescil edilebilirlik,
hizmet markalari, perakende satis hizmetleri.
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ABSTRACT

Articles 2 and 3 of Directive 2008/95 of the
European Parliament and of the Council of 22
October 2008 to approximate the laws of the Member
States relating to trade marks must be interpreted as
meaning that the representation, by a design alone,
without indicating the size or the proportions, of the
layout of a retail store, may be registered as a trade
mark for services consisting in services relating to
those goods but which do not form an integral part
of the offer for sale thereof, provided that the sign is
capable of distinguishing the services of the applicant
for registration from those of other undertakings;
and, that registration is not precluded by any of the
grounds for refusal set out in that directive.

Keywords: Trademark, registrability, service
marks, retail services.
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JUDGMENT OF THE COURT (Third Chamber)
10 July 2014 (¥)

(Request for a preliminary ruling — Trade marks — Directive 2008/95/EC — Articles 2 and 3 — Signs
capable of constituting a trade mark — Distinctive character — Representation, by design, of the layout of
a flagship store — Registration as a trade mark for ‘services’ connected with the products on sale in such a
store)

In Case C-421/13,

REQUEST for a preliminary ruling under Article 267 TFEU from the Bundespatentgericht (Germany),
made by decision of 8 May 2013, received at the Court on 24 July 2013, in the proceedings

Apple Inc. v. Deutsches Patent- und Markenamt,

THE COURT (Third Chamber),

composed of M. Ilesi¢ (Rapporteur), President of the Chamber, C.G. Fernlund, A.O Caoimh, C. Toa-
der and E. Jarasitnas, Judges,

Advocate General: M. Wathelet,

Registrar: K. Malacek, Administrator,

having regard to the written procedure and further to the hearing on 30 April 2014,

after considering the observations submitted on behalf of:

- Apple Inc., by V. Schmitz-Fohrmann and A. Ruge, Rechtsanwilte,

- the French Government, by D. Colas and E-X. Bréchot, acting as Agents,

- the Polish Government, by B. Majczyna, acting as Agent,

- the European Commission, by EW. Bulst and E. Montaguti, acting as Agents,

having decided, after hearing the Advocate General, to proceed to judgment without an Opinion, gives
the following

MAHKEME (Ugiincii Daire)

Karar Judgment

1 This request for a preliminary ruling concerns

1 On karar verilmesi i¢in yapilan bu basvuru, iiye
the interpretation of Articles 2 and 3 of Direc-

tilkelerin markalarla ilgili kanunlarinin yakin-

lagtirilmasini amaglayan (OJ 2008 L 299, s. 25) tive 2008/95/EC (?f the European Parliament
Konsey’in 22 Ekim 2008 tarihli ve Avrupa Par- and 9f the Council of 22 October 2008 to ap-
lamentosu’nun 2008/95/EC say1ili Direktifinin 2. proximate the laws of the Member States relat-

ve 3. Maddelerinin yorumlanmas ile ilgilidir. ing to trade marks (O] 2008 L 299, p. 25).

2 Bu istek, Apple Inc. (“Apple”) ve Almanya Pa- 2 This request has been made in proceedings be-

tent ve Marka Dairesi (“DPMA”) arasinda, DP- tween Apple Inc. (Apple’) and the Deutsches
Patent- und Markenamt (German Patent and

Trade Mark Office, ‘the DPMA) concerning the
latter’s rejection of an application for registra-
tion of a trade mark.

MAnin bir markanin tescil edilmesi i¢in yapilan
basvuruyu reddetmesiyle ilgili olarak gergekles-
tirilen islemler sirasinda yapilmigtir.

— 96 —



Onur SOYBAS

TFM 2016/2

Yasal Cerceve
Avrupa Birligi Hukuku
2008/95 sayili Direktifin 2. Maddesi:

“ Marka, bir tesebbiisiin mal veya hizmetlerini
bir bagka tesebbiisiin mal veya hizmetlerinden
ayirt etmeyi saglamasi kosuluyla, kisi adlar1 da-
hil 6zellikle sozctikler, sekiller, harfler, sayilar,
mallarin bi¢imi veya ambalajlar1 gibi ¢izimle g6-
riintiilenebilen her tiirlii isareti igerir”

2008/95 sayili Direktifin 3 (1) Maddesi :

“Asagida belirtilenler tescil edilemez, tescil edil-
mislerse bile hiikiimstiz sayilirlar:

(b) Ayrt edici karakterden yoksun markalar;

(c) Ticarette kullanilan ¢esit, kalite, miktar, is-
tenilen amag, deger, cografi mense veya
mallarin tretim zamanini miinhasir ola-
rak iceren sekil ve isaretler, hizmetlerin
verilmesi veya mallarin diger karakteristik
ozelliklerini tasiyan sekil ve isaretler iceren
markalar;

(d) Glincel dilde geleneksel olarak bulunan veya
iyiniyetli ve yerlesmis ticari uygulamalar
haline gelen sekil ve isaretler miinhasir ola-
rak iceren markalar;

(e) Asagida sayilanlar1 miinhasiran igeren isa-
retler;

(i) Mallarin, kendi dogasindan kaynakla-
nan sekli;

(ii) Mallarin, teknik bir sonucun elde edil-
mesi i¢in gerekli olan sekli;

(iii) Mallara esasli bir deger katan sekli..”

5 Uye iilkelerin markalarla ilgili kanunlari-
nin yakinlastirilmasini amaglayan (OJ 1989
L 40, s. 1), 2008/95 nolu Direktifin 2. ve 3.
maddeleri, 21 Aralik 1988 tarih ve 89/104/
EEC numarali Ilk Konsey Direktifinin 2. ve
3. maddesine karsilik gelip tiye devletlerin
Markalara Dair Direktifinin 2. ve 3. madde-
sini yiiriirlitkten kaldirmis ve bu diizenle-
menin yerine 28 Kasim 2008 tarihli Direktif
gegmistir.

97—

Legal context
European Union Law
Article 2 of Directive 2008/95 provides:

‘A trade mark may consist of any signs capable
of being represented graphically, particularly
words, including personal names, designs, let-
ters, numerals, the shape of goods or of their
packaging, provided that such signs are capable
of distinguishing the goods or services of one
undertaking from those of other undertakings’

Under Article 3(1) of the directive:
“The following shall not be registered or, if reg-
istered, shall be liable to be declared invalid:

(b) trade marks which are devoid of any dis-
tinctive character;

(¢) trade marks which consist exclusively of
signs or indications which may serve, in
trade, to designate the kind, quality, quan-
tity, intended purpose, value, geographical
origin, or the time of production of the
goods or of rendering of the service, or
other characteristics of the goods or ser-
vices;

(d) trade marks which consist exclusively of
signs or indications which have become
customary in the current language or in the
bona fide and established practices of the
trade;

(e) signs which consist exclusively of:

(i) the shape which results from the na-
ture of the goods themselves;

(ii) the shape of goods which is necessary
to obtain a technical result;

(iii) the shape which gives substantial val-
ue to the goods; ...

The wording of Articles 2 and 3 of Directive
2008/95 corresponds with that of Articles 2
and 3 of First Council Directive 89/104/EEC
of 21 December 1988 to approximate the laws
of the Member States relating to trade marks
(OJ 1989 L 40, p. 1), which was repealed and
replaced by Directive 2008/95 with effect from
28 November 2008.
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Alman Hukuku

Marka ve Diger Ayirt Edici Isaretlerin Korun- 6
masina Dair Kanunun (25 Ekim 1994, (BGBL
1994 1, s. 3082, ‘MarkenG’) 3(1) paragrafi igerik
olarak 2008/95 nolu Direktifin 2. maddesiyle
uyusmaktadir:

Paragraf 3(2) su hikmi icermektedir:
‘Herhangi bir isaret miinhasir olarak;

Malin kendi dogasindan kaynaklanan

Bir teknik neticeyi elde etmek i¢in gerekli olan,
Mallara 6nemli deger katan

isaretleri tagryorsa marka korumasindan yarar-
lanamaz.

7 Ayni kanunun 8. maddesi su sekildedir: 7

(1) Paragraf 3’te belirtilen anlamda korunmaya
deger isaretler grafik olarak sunulamazsa
marka olarak tescil edilemez.

(2) Sunlar marka olarak tescil edilemezler:

1. 1ligkin oldugu mal ve hizmetler bakimin-
dan ayirt edici karaktere sahip olmayan
markalar

2. Ticarette mal ve hizmetlerin gesidi, kali-
tesi, miktar1, amaci, degeri, cografi men-
sei, Uiretim yerine dair isaretleri miinhasir
olarak iceren markalar’

— 08 —

German law

Paragraph 3(1) of the Law on the protection of
trade marks and other distinctive signs (Gesetz
tiber den Schutz von Marken und sonstigen
Kennzeichen (Markengesetz)) of 25 October
1994, (BGBL. 1994 1, p. 3082, the ‘MarkenG’),
corresponds in substance with Article 2 of Di-
rective 2008/95. Paragraph 3(2) provides:

‘Any sign which consists exclusively of a
shape:

1. which results from the nature of the
goods themselves,

2. which is necessary to obtain a technical
result, or

3. which gives substantial value to the goods
shall not be capable of being protected as
a trade mark’

Paragraph 8 of that law states as follows:

‘(1) Signs that are worthy of protection with-
in the meaning of Paragraph 3 which
cannot be represented graphically shall
not be registered as a trade mark.

(2) The following shall not be registered as a
trade mark:

1. trade marks which are devoid of any dis-
tinctive character in relation to the goods
or services concerned;

2. trade marks which consist exclusively
of signs or indications which may serve,
in trade, to designate the kind, quality,
quantity, intended purpose, value, geo-
graphical origin, time of production of
the goods or of the rendering of the ser-
vice, or other characteristics of the goods
or service’
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Ana davadaki anlagsmazlik ve bir 6n karar igin
yoneltilen sorular

Apple, 10 Kasim 2010 tarihinde, Amerika Bir-
lesik Devletleri Patent ve Marka Ofisinden, 15
Haziran 1957 tarihinde Nicedeki diplomotik
konferansta kabul edilen ve en son Cenevrede
13 Mays 1977 ve 28 Eylil 1979da (Birlesmis
Milletler Anlagsma Serisi, Cilt 1154, No I-18200,
s. 89, ‘Nice Anlagmasr’ ile degistirilmis olan
Markalarin Tescili Amaciyla Mal ve Hizmetle-
rin Uluslararasit Stmiflandirmas: Nice Anlagma-
sina gore 35. Sinifta yer alan hizmetleri veren
magazalar1 icin “bilgisayar, bilgisayar yazilimi,
bilgisayar aksesuarlari, cep telefonlari, tiketici
elektronigi ve bunlarla ilgili tirtinlerin ilgili ak-
sesuarlar1 ve tanitimlarini 6ne ¢ikaran peraken-
de magazacilik hizmeti” bakimindan ¢ boyutlu
(6zelikle, metalik gri ve agik kahverengi renkler-
de tasarimi olan) bir marka simgesinin tescilini
almigtir.

Apple tarafindan “bir perakende satis magaza-
sinin ayirt edici dizayni ve tasarimi” olarak tarif
edilen bu simge su sekildedir:

Sonrasinda Apple bu markayi, markalarin ulus-
lararasi tesciline dair 14 Nisan 1891 Madrid s6z-
lesmesine gore uluslararasi olarak tescil ettirmek
istemistir. Bu tescil talebi baz1 devletlerce kabul
edilirken, bazilari tarafindan da reddedilmistir.

10

—9Q9 —

The dispute in the main proceedings and the
questions referred for a preliminary ruling

On 10 November 2010, Apple obtained from
the United States Patent and Trademark Office
the registration of a three-dimensional trade
mark consisting of the representation, by a de-
sign in colour (in particular, metallic grey and
light brown), of its flagship stores for services
within the meaning of Class 35 of the Nice
Agreement concerning the International Clas-
sification of Goods and Services for the Purpose
of the Registration of Marks adopted during the
diplomatic conference of Nice on 15 June 1957
and last revised at Geneva on 13 May 1977 and
modified on 28 September 1979 (United Na-
tions Treaty Series, Vol. 1154, No 1-18200, p. 89,
the ‘Nice Agreement’), namely for ‘retail store
services featuring computers, computer soft-
ware, computer peripherals, mobile phones,
consumer electronics and related accessories
and demonstrations of products relating there-

>

to.

That representation, described by Apple as ‘the
distinctive design and layout of a retail store; is
as follows:

Subsequently, Apple sought to extend this
trade mark internationally under the Madrid
Agreement concerning the International Reg-
istration of Marks of 14 April 1891, as revised
and amended most recently on 28 September
1979 (United Nations Treaty Series, Vol. 828, No
[-11852, p. 390). That extension was accepted in
some States and refused in others.
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DPMA, 24 Ocak 2013 tarihinde, bu ii¢ boyutlu
uluslararast markanm (IR 1060321) Almanya
bolgesinde tescil talebini, “isletmeye ait tiriinle-
rin satigina ayrilan alanin, isletmenin alim satim
isi i¢in gerekli bir bileseni temsil ettigi” gerek-
cesiyle reddetti. DPMA tiiketicilerin satiga konu
alanin tasarimini kalite ve fiyat aralig1 agisindan
fark edebileceklerini ancak bunun ticari mensgei
gostermeyecegini belirtmistir. Bunun yaninda,
magazanin diger elektronik iiriin satan magaza-
lardan ayirt edici olmadigini diisiinmiistiir.

Apple DPMAnin bu ret kararina karsi Federal
Patent Mahkemesine bagvurmustur.

Mahkeme, bu kararin 9. paragrafinda yer alan
bu ti¢ boyutlu markanin, elektronik sektériin-
deki magazalardan ayirt edici 6zelliklere sahip
oldugunu degerlendirmistir.

Federal Patent Mahkemesi yine de bu uyusmaz-
liga iliskin sorunu ele almadan 6nce yargilama-
y1 durdurarak Marka Hukukunu daha temelden
ilgilendiren su sorular1 Avrupa Birligi Adalet
Divanrna yoneltmektedir:

(1) Direktifin [2008/95] 2. maddesinde ifade
edilen “mallarin bigcimleri” kavram, icinde
bir hizmet sunumu yapilan isletmenin bigi-
mini de korumayi kapsayacak sekilde genis
yorumlanabilir mi?

Direktifin [2008/95] 2. ve 3(1) maddesi,
iginde hizmetin sunuldugu isletmenin bigi-
mini temsil eden bir isaretin marka olarak
tescil edilebilebilecegi seklinde yorumlana-
bilir mi?

(3) Direktifin [2008/95] 2. maddesi, cizimle
gosterilebilirlik, sadece bir tasarimla veya
metre olarak kesin boyutlarin veya oranla-
ra dair goreceli boyutlarin belirtilmesi sek-
linde veya bir tasarim tarifi olarak yapilan
eklemelerle yerine getirilir anlamini tasiyor
seklinde yorumlanmali midir?

(4) Direktifin [2008/95] 2. maddesi, perakende-
cilik hizmetlerindeki bir marka tarafindan
perakende satis hizmetleri icin saglanan
koruma, perakendecinin kendisi tarafindan
tiretilen mallarin korunmasini da kapsar
anlamini tasir seklinde yorumlanabilir mi?

(2)
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On 24 January 2013, the DPMA refused the ex-
tension of that three-dimensional international
trade mark (IR 1060321) to German territory
on the ground that the depiction of the space
devoted to the sale of the undertaking’s prod-
ucts was nothing other than the representation
of an essential aspect of that undertaking’s busi-
ness. The DPMA considered that while it is true
that consumers may perceive the layout of such
a retail space as an indication of the quality and
price bracket of the products, they would not
see it as an indication of their commercial or-
igin. Besides, it considered that the retail store
depicted in the case before it was not sufficient-
ly distinguishable from the stores of other pro-
viders of electronic products.

Apple appealed to the Bundespatentgericht
against the DPM A refusal decision.

That court considers that the layout depicted by
the three-dimensional trade mark, reproduced
in paragraph 9 of this judgment, has features
that distinguishes it from the usual layout of re-
tail stores in that electronic sector.

Nevertheless, taking the view that the dispute
before it raises more fundamental questions
concerning trade mark law, the Bundespatent-
gericht decided to stay the proceedings and to
refer the following questions to the Court of
Justice:

‘(1)Is Article 2 of Directive [2008/95] to be in-
terpreted as meaning that the possibility of
protection for the ‘packaging of goods’ also
extends to the presentation of the establish-
ment in which a service is provided?

(2) Are Articles 2 and 3(1) of Directive
[2008/95] to be interpreted as meaning that
a sign representing the presentation of the
establishment in which a service is provid-
ed is capable of being registered as a trade
mark?

(3) Is Article 2 of Directive [2008/95] to be in-
terpreted as meaning that the requirement
for graphic representability is satisfied by
a representation by a design alone or with
such additions as a description of the layout
or indications of the absolute dimensions in
metres or of relative dimensions with indi-
cations as to proportions?

(4) Is Article 2 of Directive [2008/95] to be in-
terpreted as meaning that the scale of the
protection afforded by a trade mark for re-
tail services also extends to the goods pro-

duced by the retailer itself?’
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Yoneltilen sorular
Birinci-iigiincii sorular

Oncelikli sorun olarak, birinci ve ikinci sorular-
da kullanilan “bir hizmet sunan igletmenin bigi-
mi” kavraminin, Apple sirketine gore titketiciyi
tirlinlerini almaya yonelten cesitli hizmetleri
iceren ve Nice Anlagmasina gore 35. Sinifta yer
alan hizmetler icin, prestij magazalarinin tasvi-
rinden olugan bir isaretin ticari marka olarak
tescil edilmesini istedigi belirtilmelidir.

Bu nedenle, sevk eden mahkeme, birlikte ince-
lenmesi uygun olan birinci, ikinci ve t¢lincii
sorulartyla, 2008/95 sayili Direktifin 2. ve 3.
Maddelerinin, bir perakende satig magazasinin
Ol¢ii veya oranlar: belirtmeden sadece bir tasa-
rimla gésteriminin, miisteriyi, tescil i¢in bagvu-
ran sirketin triinlerini satin almaya yoneltmeyi
amaglayan gesitli hizmetler i¢in tescil edilebilir
seklinde yorumlanip yorumlanamayacagini ve
eger boyle ise, “iginde bir hizmetin saglandi-
&1 isletmenin bi¢iminin”, “ambalaj” kavramu ile
ayn1 sekilde muamele goriip goremeyecegini
sormaktadir.

Oncelikli olarak Direktif 2008/95’in 2. Madde-
sine gore bir tescil bagvurusunun marka olustu-
rabilmesi i¢in su ii¢ sartin saglanmasi gerektigi
hatirlanmalidir: Birincisi, bir isaret olmalidir.
Ikincisi, bu isaret ¢izimle goriintiilenebilmeli-
dir. Ugiinciisii, bu isaret diger tesebbiislerin mal
veya hizmetlerinden ayirt edici olmalidir. (bkz.
Direktif 89/104, Madde 2, Libertel, C-104/01,
EU:C:2003:244, paragraf 23; Heidelberger Ba-
uchemie, C-49/02, EU:C:2004:384, paragraf 22;
ve Dyson, C-321/03, EU:C:2007:51, paragraf
28)

2008/95 sayil1 Direktifin 2. maddesinin ifade-
sinden, tasarimlarin, grafik temsil yetenegine
sahip isaret kategorileri arasinda yer aldig1 agik-
¢a anlagilmaktadir.
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The questions referred
The first to third questions

As a preliminary matter, it should pointed
that, as is clear from the order for reference,
the terms ‘presentation of the establishment in
which a service is provided’ used in the first and
second questions, refer to the circumstance that
Apple requests the registration as a trade mark
of a sign consisting of the depiction of its flag-
ship stores for services which, according to Ap-
ple, fall within Class 35 of the Nice Agreement
and comprise various services aimed at induc-
ing the consumer to purchase its products.

Therefore, by its first to third questions, which
it is appropriate to examine together, the refer-
ring court asks, in essence, whether Articles 2
and 3 of the Directive 2008/95 must be inter-
preted as meaning that the representation, by a
design alone, without indicating the size or the
proportions, of the layout of a retail store may
be registered as a trade mark for services which
comprise various services aimed at inducing
the consumer to purchase the products of the
applicant for registration and, if so, whether
such a ‘presentation of the establishment in
which a service is provided’ may be treated in
the same way as ‘packaging’

It should be recalled at the outset that, in order
to be capable of constituting a trade mark for
the purposes of Article 2 of Directive 2008/95,
the subject-matter of any application for reg-
istration must satisfy three conditions. First,
it must be a sign. Secondly, that sign must be
capable of graphic representation. Thirdly,
the sign must be capable of distinguishing the
‘goods” or ‘services' of one undertaking from
those of other undertakings (see, as regards Ar-
ticle 2 of Directive 89/104, Libertel, C-104/01,
EU:C:2003:244, paragraph 23; Heidelberger
Bauchemie, C-49/02, EU:C:2004:384, para-
graph 22; and, Dyson, C-321/03, EU:C:2007:51,
paragraph 28).

It is absolutely plain from the wording of Ar-
ticle 2 of Directive 2008/95 that designs are
among the categories of signs capable of graph-
ic representation.
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Ana davada uyusmazlik konusu olan “gériin-
tillenme”, birlesik ¢izgiler, egriler ve sekillerden
olusan magazanin sekli eger diger tiriin ve hiz-
metlerden ayirt edici 6zellikte ise markayi olus-
turabilir.

Sonug olarak, bir tarafta, tasarimin perakende
satly magazasinin Olgiisii ve orantilariyla ilgili
herhangi bir gosterim icermedigi gercegine her-
hangi bir anlam yiiklemeye ya da diger taraftan,
bir hizmet veren kurulusun gosterimi olarak
boyle bir tasarimin, 2008/95 sayili Direktifin
2. Maddesine gore “bigim” ile ayn1 sekilde mu-
amele goriip goremeyecegini incelemeye gerek
olmaksizin, boyle bir tasarim, isbu kararin 17.
paragrafinda belirtilen birinci ve ikinci kosullar
yerine getirmektedir.

Bir tasarimla, bir perakende satig magazas: ta-
sariminin gosterimi ayrica, bir tesebbiisiin tirtin
veya hizmetlerini, diger tesebbiislerin iiriin veya
hizmetlerinden ayirt edebilir ve béylece, isbu
kararin 17. maddesinde belirtilen ti¢lincti sarti
yerine getirir. Bu baglamda, boyle bir simgeyle
tasvir edilen bir perakende satig noktas: tasa-
riminin, tescili istenen tiriin veya hizmetlerin,
belli bir tesebbiisten ¢ikiyor seklinde tanimlan-
masini saglayabildigi reddedilemez. Fransiz hii-
kiimeti ve Komisyon'un da ileri siirdiigii gibi bu,
tarif edilen tasarimin, biyitk dl¢tide ilgili eko-
nomik sektoriin kural ve geleneklerinden sapti-
ginda ortaya ¢ikan durum olabilir (bkz. Storck v
OHIM, C-25/05 P, EU:C:2006:422, paragraf 28
ve Vuitton Malletier v OHIM, C-97/12 P,
EU:C:2014:324, paragraf 52 driiniin kendi go-
riintiisinden olusan simgelerle ilgili analoji).

Genel anlamda bir isaretin 2008/95 say1l1 Direk-
tifin 2. Maddesi anlaminda marka olabilmesi,
bu isaretin, tescili istenen iiriin veya hizmetlerle
ilgili olarak Direktifin 3(1)(b) maddesine gore
de ayirt edici 6zellik tagidig1 anlamina gelmez
(bkz. igerigi, 2008/95 sayili Direktifin 2. ve 3.
maddelerinin igerigine karsilik gelen, Topluluk
Markast hakkinda 20 Aralik 1993 tarihli 40/94
sayilt Konsey Yonetmeliginin (EC) 4. ve 7. Mad-
desi ile ilgili olarak, Henkel v OHIMC-456/01 P
ve C-457/01 B, EU.C:2004:258, paragraf 32 ve
OHIM v BORCO-Marken - Import Matthiesen,-
265/09 B, EU:C:2010:508, paragraf 29)

19

20

21

-102 -

It follows that a representation, such as that at
issue in the main proceedings, which depicts
the layout of a retail store by means of an inte-
gral collection of lines, curves and shapes, may
constitute a trade mark provided that it is capa-
ble of distinguishing the products or services of
one undertaking from those of other undertak-
ings. Consequently, such a representation satis-
fies the first and second conditions referred to at
paragraph 17 of this judgment, without it being
necessary either, on the one hand, to attribute
any relevance to the fact that the design does
not contain any indication as to the size and
proportions of the retail store that it depicts, or,
on the other hand, to examine whether such a
design could equally, as a ‘presentation of the
establishment in which a service is provided, be
treated in the same way as ‘packaging’ within
the meaning of Article 2 of Directive 2008/95.

The representation, by a design, of the layout
of a retail store is also capable of distinguish-
ing the products or services of one undertaking
from those of other undertakings and, hence,
satisfying the third condition referred to at
paragraph 17 of this judgment. In that regard,
it suffices to observe that it cannot be ruled out
that the layout of a retail outlet depicted by such
a sign may allow the products or the services
for which registration is sought to be identified
as originating from a particular undertaking.
As the French Government and the Commis-
sion have submitted, this could be the case
when the depicted layout departs significant-
ly from the norm or customs of the economic
sector concerned (see, by analogy, as to signs
consisting of the appearance of the product it-
self, Storck v OHIM, C-25/05 P, EU:C:2006:422,
paragraph 28, and Vuitton Malletier v.OHIM,
C-97/12 P, EU:C:2014:324, paragraph 52).

The fact that a sign is, in general, capable of
constituting a trade mark within the mean-
ing of Article 2 of Directive 2008/95 does not
mean, however, that the sign necessarily has a
distinctive character for the purposes of Ar-
ticle 3(1)(b) of the directive in relation to the
products or services for which registration is
sought (see, in relation to Articles 4 and 7 of
Council Regulation (EC) No 40/94 of 20 De-
cember 1993 on the Community trade mark
(OJ 1994 L 11, p. 1), the content of which cor-
responds with that of Articles 2 and 3 of Direc-
tive 2008/95, Henkel v OHIM, C-456/01 P and
C-457/01 P, EU:C:2004:258, paragraph 32, and
OHIM v BORCO-Marken-Import Matthiesen,
C-265/09 P, EU:C:2010:508, paragraph 29).



Onur SOYBAS TFM 2016/2
22 Isaretin ayirt edici 6zelligi ozellikle, ilk olarak, 22 The distinctive character of the sign must be

23

soz konusu mal veya hizmetlere yaptig1 gén-
dermeyle, ikinci olarak da makul surette bil-
gili ve yine makul diizeyde dikkatli ve ihtiyatl
halkin, yani s6z konusu mal veya hizmetler
kategorisinin ortalama tiiketicisinin algisty-
la degerlendirilmelidir (Bkz. ozellikle Linde
and Others, C-53/01, C-55/01, EU:C:2003:206,
paragraf 41; Koninklijke KPN Nederland,
C-363/99, EU:C:2004:86, paragraf 34 ve
OHIM v BORCO-Marken-Import Matthiesen,
EU:C:2010:508, paragraf 32 ve 35)..

Ozellikle yetkili kurulus tarafindan yapilan de-
gerlendirmeye gore, 2008/95 sayili Direktifin
3(1)(c) maddesine anlaminda ilgili mal veya
hizmetlerin 6zelliklerini tasvir edip etmedigine
veya tescilin kabul veya reddedilmesi i¢in Mad-
de 3de belirtilen herhangi bir nedene mahal ve-
rip vermedigine karar vermelidir (Koninklijke
KPN Nederland, EU:C:2004:86, paragraf 31 ve
32).

24 Direktifin, sadece mallarin seklini iceren ve tes-

cili istenen isaretleri kapsayan ve bu nedenle,
ana davadaki uyusmazlhigin ¢éziimii ile ilgili ol-
mayan 3(1)(e) maddesi hari¢ olmak tizere, 3(1)
maddesi hiikiimleri, 6rnegin (b) ve (c) bentle-
ri, farkli marka kategorileri arasinda herhan-
gi bir ayrim yapmaz (bkz. Linde and Others,
EU:C:2003:206, paragraf 42 ve 43). Bir pera-
kende satig magazasinin tasarimini tasvir eden
bir dizayndan olusan isaretlere, daha sonraki
hitkiimleri uyguladiginda, yetkili kurulus tara-
findan kullanilmas: gereken degerlendirme kri-
terleri, diger isaret tiirleri i¢in kullanilanlardan
farklilik gostermez.

23

assessed in concreto by reference to, first, the
goods or services in question and, second,
the perception of the relevant public, name-
ly the average consumer of the category of
goods or services in question, who is reason-
ably well informed and reasonably observant
and circumspect (see, in particular, Linde and
Others, C-53/01 to C-55/01, EU:C:2003:206,
paragraph 41; Koninklijke KPN Nederland,
C-363/99, EU:C:2004:86, paragraph 34; and
OHIM v BORCO-Marken-Import Matthiesen,
EU:C:2010:508, paragraphs 32 and 35).

It is also by an assessment in concreto that the
competent authority must determine whether
or not the sign is descriptive of the character-
istics of the goods or services concerned with-
in the meaning of Article 3(1)(c) of Directive
2008/95 or gives rise to any other ground listed
also in Article 3 for the refusal of registration
(Koninklijke KPN Nederland, EU:C:2004:86,
paragraphs 31 and 32).

24 With the exception of Article 3(1)(e) of the di-
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rective, which exclusively covers signs for which
registration is sought consisting of the shape of
the goods and is thus irrelevant for the reso-
lution of the dispute in the main proceedings,
the provisions of Article 3(1), such as subpara-
graphs (b) and (c), make no explicit distinction
between different categories of trade mark (see
to that effect, Linde and Others, EU:C:2003:206,
paragraphs 42 and 43). It follows that the as-
sessment criteria that must be used by the com-
petent authority when it applies the latter pro-
visions to signs consisting of a design depicting
the layout of a retail store do not differ from
those used for other types of sign.
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25 Sonug olarak, ana yargilamadaki uyusmazli-

26

gin ¢ozimi i¢in de kritik olan ve mahkeme
tarafindan sozlii soru sorulmasina neden olan
bir soruya, yani tiiketiciyi tescil bagvurusunda
bulunanin driinlerini satin almaya yéneltmeyi
amaglayan hizmetlerin, 2008/95 sayil1 Direktifin
2. maddesinde belirtilen ve bir isaretin marka
olarak tescil edilebilecegi “hizmetler” kategori-
sine girip girmedigi sorusuna cevaben durus-
mada tartigilmis olan soru konusunda, Apple
sirketi, durumun boyle oldugunu belirtmekte ve
mahkemenin bir tarafta mallarin satisi ile diger
tarafta bu satis1 tetiklemesi amaglanan “hizmet”
konsepti icine giren hizmetler arasinda yapmis
oldugu ayrima gonderme yapmaktadir (Prak-
tiker Bau- und Heimwerkermarkte, C-418/02,
EU:C:2005:425, paragraf 34 ve 35). Buna karsin,
Komisyon bu i¢tihadin, bu tiir hizmetlerin tek
hedefinin tiiketiciyi marka tescil bagvurusunda
bulunanin iiriinlerini satin almaya tesvik etmek
oldugu bir duruma aktarilamayacagini diisiin-
mektedir.

Bu bakimdan, 2008/95 say1il1 Direktifte belirtilen
tescili ret sebeplerinden hig biri bunu engellemi-
yorsa, bir mal {ireticisinin prestij magazalarinin
tasarimini tasvir eden bir isaret, sadece mallarin
kendisi i¢in degil, ayrica, Nice Anlagmas1 kap-
samindaki siniflardan birine giren hizmetler (bu
hizmetlerin mallarin satis1 i¢in yapilan teklifin
dahili bir par¢asini olugturmadigi durumlarda)
i¢in de yasal bir sekilde tescil edilebilir seklinde
hiikiim verilmelidir. Apple’in bagvurusunda be-
lirtilen ve Apple tarafindan durusma sirasinda
a¢ikliga kavusturulan bazi hizmetler (bu tiir ma-
gazalarda, burada teshir edilen triinler i¢in ya-
pilan seminerler vasitasiyla, tanitimlar yapilmasi
gibi) “hizmet” kavrami kapsamina giren karsilig1
O0denmis hizmetleri teskil edebilir.

25

26
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Finally, as regards the question, which is also
critical for the resolution of the dispute in the
main proceedings and which was debated at
the hearing in response to a question inviting
an oral response which was posed by the Court,
namely whether services intended to induce the
consumer to purchase the products of the ap-
plicant for registration can constitute ‘services’
within the meaning of Article 2 of Directive
2008/95 for which a sign, such as that at issue
in the main proceedings, may be registered as a
trade mark, Apple submits that such is the case
and refers to the distinction that the Court has
already made between the sale of goods, on the
one hand, and services, falling within the con-
cept of ‘service, intended to induce that sale,
on the other hand (Praktiker Bau- und Heim-
werkermdrkte, C-418/02, EU:C:2005:425, para-
graphs 34 and 35). By contrast, the Commission
considers that this case-law cannot be trans-
posed to a situation, such as that arising in the
main proceedings, in which the sole objective
of those services is to induce the consumer to
purchase the products of the applicant for trade
mark registration itself.

In this regard, it must be held that, if none of the
grounds for refusing registration set out in Di-
rective 2008/95 preclude it, a sign depicting the
layout of the flagship stores of a goods manu-
facturer may legitimately be registered not only
for the goods themselves but also for services
falling within one of the classes under the Nice
Agreement concerning services, where those
services do not form an integral part of the offer
for sale of those goods. Certain services, such as
those referred to in Apple’s application and clar-
ified by Apple during the hearing, which consist
of carrying out, in such stores, demonstrations
by means of seminars of the products that are
displayed there, can themselves constitute re-
munerated services falling within the concept
of ‘service.
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27 Yukarida belirtilen biitlin degerlendirmeler 151- 27 In the light of all the foregoing considerations,

28

29

30

ginda, birinci, ikinci ve tigiincii sorularin ceva-
bi: 2008/95 sayili Direktifin 2. ve 3. maddeleri-
nin, isaretin, tescil i¢in bagvuranin hizmetlerini
diger tesebbiislerden ayirt edebilme 6zelliginin
olmasi ve tescilin bu Direktifte belirtilen ret
sebeplerinden herhangi biriyle engellenme-
mesi sartiyla, bir perakende satis magazasinin
tasariminin 6l¢li ve oranlamalar belirtilmeden
sadece tasarimla gosteriminin, bu mallarla ilgili
olan fakat satig sunumunun dahili bir par¢asin
olusturmayan hizmetler icin bir marka olarak
tescil edilebilecegi seklinde yorumlanmas: ge-
rekir.

Dordiincii Soru

Bu kararin 26. ve 27. paragraflarindan agik¢a
anlasildigr gibi, 2008/95 sayili Direktif, tescil
basvurusunda bulunanin mallariyla ilgili ola-
rak hizmetler i¢in bir isaretin tescil edilmesini
engellememektedir.

Diger taraftan, bu markanin sagladig1 koruma-
nin Olgiisit hakkinda Apple ve Komisyontara-
findan sunulan sorunun, ana dava konusu ile
agik¢a herhangi bir ilgili yoktur. Ana dava sade-
ce, DPMAnin, 9. paragrafinda belirtilen isareti,
marka olarak tescil etmeyi reddetmesi ile ilgili-
dir.

Sonug olarak, mahkemenin karar verdigi ictihat
goz 6niinde bulunduruldugunda, ki bu igtihada
gore Avrupa Birligi Hukukunun yorumlan-
masinin ana davanin dayanaklar1 ve amaciyla
herhangi bir iligkisi olmadig1 oldukga acik se-
kilde gériindiigiinden, ulusal bir mahkeme ta-
rafindan yapilan 6n karar istegi reddedilmelidir
(bkz. Cipolla and Others, C-94/04 ve C-202/04,
EU:C:2006:758, paragraf 25 ve Jakubowska,
C-225/09, EU:C:2010:729, paragraf 28). Bu ne-
denle dordiincii sorunun, kabul edilemez oldu-
gu belirtilmelidir.

the answer to the first to third questions is that
Articles 2 and 3 of Directive 2008/95 must be
interpreted as meaning that the representation,
by a design alone, without indicating the size or
the proportions, of the layout of a retail store,
may be registered as a trade mark for services
consisting in services relating to those goods
but which do not form an integral part of the
offer for sale thereof, provided that the sign is
capable of distinguishing the services of the
applicant for registration from those of other
undertakings and that registration is not pre-
cluded by any of the grounds for refusal set out
in that directive.

The fourth question

28 As is clear from paragraphs 26 and 27 of this

29

30
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judgment, Directive 2008/95 does not preclude
the registration of a sign for services which are
connected with the goods of the applicant for
registration.

The question as to the scale of the protection
granted by such a trade mark, on the other
hand, as Apple and the Commission have sub-
mitted, manifestly bears no relation to the sub-
ject-matter of the main proceedings, which are
concerned exclusively with the refusal by the
DPMA to register the sign reproduced in para-
graph 9 above as a trade mark.

Consequently, in view of the Courts settled
case-law, according to which a request for a
preliminary ruling from a national court must
be rejected where it appears to be quite obvi-
ous that the interpretation of Union law sought
bears no relation to the facts or purpose of the
main proceedings (see, inter alia, Cipolla and
Others, C-94/04 and C-202/04, EU:C:2006:758,
paragraph 25, and Jakubowska, C-225/09,
EU:C:2010:729, paragraph 28), the fourth ques-
tion must be declared inadmissible.
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Masraflar

Bu sebeplere dayali olarak, Mahkeme (Ugiincii
Daire) su sekilde karar vermigtir:

Uye iilkelerin markalarla ilgili kanunlarinin
yakinlagtirilmasini amaglayan 22 Ekim 2008
tarihli Konsey ve Avrupa Parlamentosunun
2008/95/EC sayil1 Direktifinin 2. ve 3. mad-
delerinin, isaretin, tescil i¢cin bagvuranin hiz-
metlerini diger tesebbiislerden ayirt edebilme
ozelliginin olmasi ve tescilin bahsi ge¢en Di-
rektifte belirtilen ret sebeplerinden herhangi
biriyle engellenmemesi sartiyla, bir perakende
satis magazasinin tasariminin, 6l¢ii ve oranla-
malar belirtilmeden sadece tasarimla gosteri-
minin, bu iiriinlerle ilgili, fakat bunlarin satis
amacryla sunumunun ayrilmaz bir pargasi
olmayan hizmetlerden olusan hizmetler i¢in
marka olarak tescil edilebilecegi seklinde yo-
rumlanmasi gerekir.
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Costs
31 Since these proceedings are, for the parties to

the main proceedings, a step in the action pend-
ing before the national court, the decision on
costs is a matter for that court. Costs incurred
in submitting observations to the Court, other
than the costs of those parties, are not recover-
able.

On those grounds, the Court (Third Chamber)
hereby rules:

Articles 2 and 3 of Directive 2008/95 of the
European Parliament and of the Council of
22 October 2008 to approximate the laws of the
Member States relating to trade marks must
be interpreted as meaning that the represen-
tation, by a design alone, without indicating
the size or the proportions, of the layout of a
retail store, may be registered as a trade mark
for services consisting in services relating to
those goods but which do not form an inte-
gral part of the offer for sale thereof, provided
that the sign is capable of distinguishing the
services of the applicant for registration from
those of other undertakings; and, that regis-
tration is not precluded by any of the grounds
for refusal set out in that directive.

[Signatures]
* Language of the case: German.



